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How to Avoid Copyright Infringement; Bots Are Watching!
By Kevin R. Casey, Esq.

P

erhaps encouraged by George
Orwell’s “Big Brother,” the
“copyright police” may be
approaching your door — if they have
not already knocked on it. Copyright
owners, or companies acting on their
behalf, are applying auto-scanning
technology (e.g., bots) to identify those
who might be using a copyrighted
“work” on the internet. Works might
include, for
example, characters, cartoons,
paragraphs,
songs or even
complete videos
or articles. Users
are then sent
a take-down
notice, typically
generated by a computerized system,
seeking damages and legal fees. Much
of the content is being used legally,
however, and there is significant ongoing debate over copyright bots. At least
some would ask copyright owners to
rethink the “shoot-first-ask-questionslater” mindset behind these automated
scanning and takedown systems.
Meanwhile, companies are encouraged to avoid the debate by preparing original material for any and all

PBA Intellectual Property Law Section
Chair
John L. Purcell

purposes. We understand that, in
some cases, a company might want to
incorporate the works of other authors.
Such incorporation must be considered
carefully, however, and all use of third
party works should be “cleared” from
a copyright perspective. It can be a
difficult process to determine whether
permission is necessary, identify the
copyright owner, negotiate permission
rights and ultimately secure those
rights. The following “flow chart”
provides a guide for understanding the
realm of copyright:
Continued on page 2
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START

Is the author contributing
material for use, ownership, or
both by the company (and, if
so, then a suitable work-forhire and copyright ownership
agreement should be signed)?

No
STOP

Yes

STOP

Has the author used
only original material,
as opposed to incorporating the “works” (in
copyright terms) of
other authors?

Yes

No

STOP

Yes

Has all use of third party
works been “cleared”
from a copyright
perspective (e.g.,
permission to use the
works has been obtained,
as reflected in writing)?

No

Either assure such
clearance or delete
the third party
works from the
contributed
material.

END

Once a decision has been made
to “clear” use of a third party’s work,
the first step is to determine whether to seek permission. In certain
circumstances, use can be made of
another’s work without permission
from the copyright owner. The primary exceptions or defenses to using
another’s work without permission
are public domain materials and fair
use. Predicting whether such exceptions or defenses apply to a specific
use is often speculative and risky.
The owner of the work may still
file a lawsuit even when permission
is not required, forcing defense of
the claim. Thus, if your company is
risk-averse and wants to avoid legal
disputes altogether, the best practice
is to obtain permission for all uses of
third party work.
To obtain permission, the
rightful owner of the work must be
identified. The owner of the copyright, or the party who can license
the rights, is not always obvious because copyrights can be transferred
through a license or assignment.
For example: (1) the author or
original creator of a work may not
own the copyright if the work was
commissioned as a work made for
hire or the copyright was assigned or
licensed to another person or entity;
and (2) the writer of a musical composition may not control the administration rights to the composition
and those rights may be controlled
by a music publishing company.
Therefore, it may be difficult to
identify the proper copyright owner
to contact. Private investigators and
professional search firms may be able
to obtain this information if it is not
readily accessible.
After identifying the rightful
owner of the work, a deliberative
strategy must be invoked before
approaching the owner for permisContinued on page 3
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sion to use the work. It is generally
best to keep all communications
in writing (including sending a
confirmation letter following any
oral communications) to avoid any
misunderstanding or confusion.
Permission may come in the form,
for example, of a license, a release or
a covenant not to sue.
The U.S. Copyright Office
provides helpful guidance about
all things copyright on its website,
www.copyright.gov. Additional
guidance can be obtained from the
websites of reputable universities.
See, for example, the Copyright
Information Center of Cornell
University (http://copyright.cornell.
edu/policies/index.html) and the
Purdue University Copyright Office
(www.lib.purdue.edu/uco). If you
have any questions regarding preparation of materials and copyright
issues, contact a reputable copyright
attorney.
© 2016 Stradley Ronon Stevens & Young, LLP –
reprinted with the author’s permission
Kevin R. Casey is chair
of the intellectual
property (IP) and the
IP litigation groups at
Stradley Ronon and
an active member
of the alternative
dispute resolution
(ADR) group. Kevin
considers ADR to be
an integral part of his
practice, participating in various ADR procedures
as a party representative and as a neutral. He has
counseled clients for over 30 years in all aspects of the
IP field, focusing on patents, trademarks, trade secrets,
licensing and opinions. Kevin has also been lead
litigation counsel and has participated as assistant
counsel in more than 60 cases. He has an active
appellate practice before the U.S. Court of Appeals for
the Federal Circuit, where he clerked for former Chief
Judge Helen Nies. He has taught IP courses at Temple
University School of Law as an adjunct professor since
1995 and has authored numerous papers on IP issues.

Is the Shammas Trademark Decision
‘Un-American’?
By Kevin R. Casey

U

nder the “American Rule,”
absent an exception such as a
clear statement in the applicable statute that expressly authorizes
the recovery of attorney fees, each party
to a lawsuit must bear its own attorney
fees and expenses for the litigation. In
contrast, the “English Rule” requires
the loser to pay both parties’ fees and
expenses and, therefore, is basically a
fee-shifting mechanism. Applicants who
challenge in federal district court a decision of the Trademark Trial and Appeal
Board (TTAB) of the U.S. Patent and
Trademark Office (PTO) that upholds
a PTO refusal to register a trademark
may now be required to reimburse the
government for PTO attorney fees —
even if the applicant wins.

A. Background

Pursuant to 15 U.S.C. § 1071, a
party who is dissatisfied with a decision
by the TTAB may either appeal to the
U.S. Court of Appeals for the Federal
Circuit or commence a de novo civil
action in a federal district court. If the
applicant appeals to the Federal Circuit, the appeal is decided based on the
record before the TTAB. If the applicant chooses a civil action, however, the
applicant may introduce new evidence.
Pursuant to 15 U.S.C. § 1071(b)(3), if
an applicant commences a civil action
where there is no adverse party (e.g., an
opposer to the application to register
a mark), then a copy of the complaint
must be served on the PTO director
and “unless the court finds the expenses
to be unreasonable, all of the expenses
of the proceeding shall be paid by the
party bringing the case, whether the
final decision is in favor of such party
or not.” (Emphasis added.) In Shammas v. Focarino, 784 F.3d 219 (4th

Cir. 2015), the U.S. Court of Appeals
for the Fourth Circuit addressed for
the first time whether the PTO could
recover attorneys’ fees pursuant to this
provision.
Milo Shammas applied to register a
trademark. The trademark examining attorney refused to register the mark, and
the TTAB affirmed the refusal. Shammas then filed a de novo civil action in
a U.S. district court. After Shammas
lost the case on summary judgment,
the government submitted a motion
for reimbursement of about $36,000 in
expenses, including the prorated salaries
of its attorneys. (Although Section
1071(b)(3) has existed for at least 40
years, the PTO had never before claimed
attorneys’ fees as recoverable “expenses”
under the statute.) The district court
granted the PTO’s motion and directed
Shammas to pay. Shammas appealed to
the Fourth Circuit.

B. The Fourth Circuit Decision

A divided Fourth Circuit affirmed
the district court’s decision. A majority
of the appellate panel held that the
American Rule applies only when the
award of attorneys’ fees depends on
whether the party seeking fees prevails.
Because Section 1071(b) mandates
payment of attorney fees without
regard to a party’s success, the statute
does not trigger the American Rule;
Section 1071(b)(3) is not in fact a
fee-shifting statute.
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C. Practical Implications of the
Shammas Decision

Before the Shammas decision, a
dissatisfied applicant challenging a
decision upholding a PTO refusal to
register a trademark typically chose
between filing a Federal Circuit appeal
or filing a district court action based on
three factors: (i) whether the applicant
wanted to supplement the TTAB record, (ii) whether there was any choiceof-law benefit to proceeding in the
Federal Circuit versus in a district court
in another circuit, and (iii) the likely
increased expense of a civil action that
could include supplemental evidence
and discovery and an appeal of the
district court decision. Applicants must

now also consider a fourth factor: they
may (and will, at least in the Fourth
Circuit) have to pay the PTO’s legal
expenses in a district court action.
After Shammas, unsuccessful trademark applicants can be expected to
file more TTAB appeals in the Federal
Circuit rather than de novo actions in
the district court. The risk of having to
pay the PTO’s attorney fees may also
become a factor in counselling trademark applicants. The Shammas decision
may have the indirect effect of increasing efforts and costs in appeals of PTO
trademark examining attorney’s refusals
to the TTAB. Refused applicants may
want to develop complete records
in their appeals to the TTAB rather
than rely on more limited arguments.
Then, if the TTAB affirms a refusal, an
applicant may appeal the decision to
the Federal Circuit with the benefit of

a full record but without being obligated to pay the PTO’s attorney fees. The
proverbial “bottom line” is that clients
and their attorneys may need to reconsider how to prosecute applications to
register trademarks and appeal adverse
TTAB decisions.
© 2016 Stradley Ronon Stevens & Young, LLP - reprinted
with the author’s permission
Kevin R. Casey is chair of the intellectual property (IP)
and the IP litigation groups at Stradley Ronon and an
active member of the alternative dispute resolution (ADR)
group. Kevin considers ADR to be an integral part of his
practice, participating in various ADR procedures as a party
representative and as a neutral. He has counseled clients
for over 30 years in all aspects of the IP field, focusing on
patents, trademarks, trade secrets, licensing and opinions.
Kevin has also been lead litigation counsel and has
participated as assistant counsel in more than 60 cases.
He has an active appellate practice before the U.S. Court of
Appeals for the Federal Circuit, where he clerked for former
Chief Judge Helen Nies. He has taught IP courses at Temple
University School of Law as an adjunct professor since 1995
and has authored numerous papers on IP issues.

To Be Continued: Copyright Owners’
Attempts to Save Their Favorite Heroes
from the Clutches of the Public Domain
By Denis Yanishevskiy, Esq.

Copyright vs. the Public Domain

In the year 2000, the release of the
blockbuster film X-Men ushered in the
modern age of superheroes in film, resurrecting and popularizing the comic
book form of the first half of the 20th
century for an entirely new generation
of fans. For the next 16 years, films featuring individuals with extraordinary
abilities with penchants for fighting
crime have dominated Hollywood.
Currently, three comic book movies
hold their place in the top 10 of the
highest grossing films of all time worldwide, each having earned more than $1
billion in ticket sales. This film genre
is slated to persist in the box office at
least until 2020. As recent successes in
film illustrate, literary characters are
back in a big way; personalities that

existed only on the paneled page now
permeate almost every aspect of popular culture, from the latest new release
to clothing or theme parks.
The original stories of many such
popular icons began, however, a long
time ago. Many of the original creators
of characters that are household names
did not foresee the runaway success
of their creations over time. Others
attempted to exploit their characters
during their lifetimes, never imagining
that the pulp hero of the early 20th
century would resurge as the action-hero-to-be for the children of the 21st.
Notably, the founding fathers
wisely wanted authors to have only a
limited time under U.S. law in which
to commercialize their intellectual
property, with much of the works of

the first half of the 1900s currently
entering the public domain.1 Nonetheless, the proliferation and appreciation
in value of the intellectual property
vested in literary icons in the modern
era have encouraged authors or, in
most cases, their heirs to attempt to
hold onto or even regain some of the
colossal value of their original works
that are mega-hits today.2 At the same
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time, the end of the copyright term for
popular fictional characters emerges as
a siren call for new authors to capitalize on their persistence in modern
culture, create new stories about them
and reimagine or remind the current
generation of what made these fictional
characters real idols. Simultaneously,
they must keep the estates of the original authors at bay.

The Adventures of Copyrighted
Fictional Characters

The United States Copyright Act’s
general protection for “original works
of authorship” covers a host of different types of expressive creations,
chief among them, literary and artistic
works.3 Possession of a copyright in a
work confers upon the owner specific
exclusive rights to reproduce and distribute the work, as well as to perform
and display the work publicly.4 Additionally, copyright owners may exclusively create derivative works based on
their previously copyrighted work.5
A derivative work is any recasting,
transformation or adaptation of one
or more preexisting copyrighted works
and includes such subsequent works
as film adaptations, dramatizations,
fictionalizations, musical arrangements
or works based on the same source
material.6 A derivative work may itself
receive copyright protection but only
to the extent new material is contributed by the author of the derivative work,
with the exclusion of any preexisting
material.7 Copyright protection only
subsists for a specified period of time,
which depends on whether the copyrighted work was created before or
after the year 1978. Once the term of
the copyright expires, the work enters
the public domain and becomes free

for others to use as source material for
future works.8
Fictional characters are a special
category of creations that may be protected by copyright, not only as part
of the work in which they exist, but
also uniquely as separate copyrightable
subject matter because of their extraordinary capability to qualify as original
expressions by themselves.9 In a single
work and even more so in progressive
works, authors have the ability to significantly develop the fictional characters they use to tell their story. Characters receive a physical description or
appearance, personal history, delineated
personality, sense of morality, enemies,
allies, love interests, their own adventures and exploits, dreams, hobbies
and life goals. Similar to a novel, movie
or song, such characters can meet the
requirements for copyright protection,
provided they are sufficiently developed
to constitute an original expression.10
The courts’ analysis of copyright
law’s application to fictional characters
has resulted in two prominent tests to
determine whether a character constitutes copyrightable expression or is
merely a commonplace idea that is not
covered by copyright.11 The first test
was established in the case of Anderson v. Stallone (Anderson), in which an
author wrote an original script for the
movie Rocky IV but borrowed the character of Rocky from previous franchise
installments.12 When Anderson sued
for copyright infringement after his
script was refused and a different Rocky
IV was produced, the court determined
that Anderson’s treatment was an unauthorized derivative work of the Rocky
character and as such was not itself
entitled to copyright protection.13 As
the copyright owner, Sylvester Stallone,
the original creator of Rocky, alone had
the exclusive right to create derivative
works based on the character, such as
subsequent stories and films.14 The

court reasoned the character of Rocky
was under the protection of copyright
because he was “distinctly delineated”
or sufficiently developed to warrant
copyright protection outside his films.15
A second, though less popular,
standard was articulated by the Ninth
Circuit in Warner Brothers Pictures, Inc.
v. Columbia Broadcasting System, Inc.
(Columbia Broadcasting).16 In this case,
the author of the book The Maltese
Falcon sold his copyright in the novel
to Warner Brothers Pictures, but continued to grant copyrights in the main
character, Sam Spade, to various third
parties.17 When Warner Brothers Pictures claimed the copyright to the character was included along with the book
in the rights it received, the federal
circuit court reasoned instead that the
grant of copyright to Warner Brothers
Pictures did not include the character
of Sam Spade. The court concluded
that the character was merely a vehicle
to advance the plot of the novel and
did not “really constitute ... the story
being told.”18 According to the court,
only a character that was extremely
integral or central to the story could be
covered by copyright separately.19
Achieving separate copyright
protection for a fictional character is
crucial because it confers upon the
creator the valuable ability to use his
or her protected characters in future
works, and it allows the copyright
owner to create subsequent derivative
works involving or based on that character as part of the owner’s exclusive
derivative work right.20 As such, the
copyright owner can base future stories
or depictions around the copyrighted
character or even adapt the character
for works in different media.21 Fictional
characters’ inherent ability to change
and evolve at the discretion of their
authors creates enormous incentive to
produce derivative works by virtue of
character copyrights. Future works that
Continued on page 6
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transform, evolve or modernize popular
characters can not only prolong the life
of valuable properties but also generate
large earnings for copyright owners.22

Trademarks and the Branding of
Fictional Characters

Fictional characters possess a unique
ability to not only be eligible for copyright protection as creative expressions
but also to fall under the scope of
trademark law as distinctive source
identifiers. A character’s name and
image can come to signify a specific
origin of a work, quality of a product
or reputation of the producer in the
minds of the public. When individuals
begin to associate a particular fictional
character’s name or image with a specific source of products or works, fictional
characters, regardless of whether they
also deserve to be independently copyrighted, receive protection under the
law of trademarks.23 In DC Comics, Inc.
v. Unlimited Monkey Business, Inc. (Unlimited Monkey Business), the court for
the Northern District of Georgia held
the character of Superman protected as
a valid trademark, precluding Unlimited Monkey Business’s use of a character
similar in appearance to Superman in
its advertisements.24 The court reasoned
Superman had acquired “outstanding
celebrity and . . . virtually universal recognition.”25 According to the
court, Superman’s appearance, name,
distinctive “S” shield, and even catch
phrases, when depicted in the media
in connection with various products,
signified DC Comics as the source of
those works, goods and services.26 The
court also noted that Superman represented not only DC Comics’ public
goodwill but also the quality of both
the products for which the Superman
mark was used, and the way in which
it was used to brand those products by

DC Comics and its licensees.27 For the
foregoing reasons, the court deemed
Unlimited Monkey Business’s use of
the character Super Stud, who had a
similar appearance, used similar catchphrases and surrounded himself with
slightly misnamed elements from the
original Superman storyline, infringed
DC Comics’ Superman trademark in
violation of trademark law.28 Thus, a
fictional character whose name or image is able to serve as distinct indicators
of the origin of goods or services may
be protected as a valid trademark.
More significantly, even a character whose copyright has entered the
public domain may be protected under
trademark law if the character fulfills
the requirements of distinctiveness and
single source identification outlined in
Unlimited Monkey Business above. In
Frederick Warne & Co. v. Book Sales,
Inc. (Frederick Warne), the publisher
of the popular children’s Peter Rabbit
book series asserted trademark rights
in seven illustrations rendered by the
original author of the books, Beatrix
Potter, for use as cover art, even though
the books themselves had entered the
public domain.29 As publisher of a new
Peter Rabbit book, Book Sales claimed
it was free to use the cover illustrations
because they were copyrighted works
in the public domain along with the
books. However, the United States District Court for the Southern District
of New York disagreed.30 The court
determined copyrighted characters or
designs in the public domain could
still be protected under trademark law
regardless of the expiration of the copyright term, provided the character or
design continued to function as a valid
trademark.31 Even though Book Sales
was entitled to create new works based
on the content of the original Peter
Rabbit stories, the court held it could
not use the cover illustrations since
they had acquired secondary meaning

in the minds of the public and came to
identify the goodwill and sponsorship
of Frederick Warne in connection with
the goods bearing those illustrations.32
The court reasoned that copyright and
trademark protection were not mutually exclusive and determined that particular elements of a work that continue
to serve as valid trademarks bestow
upon the trademark owner exclusive
rights to use and exploit those marks,
regardless of the fact that the work as
a whole is no longer protected under
copyright and is free for the public to
utilize.33
One cautionary tale about the
interaction between trademarks and
the public domain is illustrated by the
decision in Dastar Corp. v. Twentieth
Century Fox Film Corp. (Dastar).34
Twentieth Century Fox produced a
television series based on Dwight D.
Eisenhower’s book about World War
II, pursuant to its license from the
publisher.35 Although the copyright in
the book was renewed before it expired,
the copyright for the original television series entered the public domain
in 1977.36 In anticipation of the 50th
anniversary of the conclusion of World
War II in 1995, Dastar released a new
video set based on the original series
now in the public domain.37 Dastar
purchased, copied and edited the
tapes of the original series to sell as a
new, altered product and removed any
reference to the book or to the original
television series.38 Following release of
Dastar’s series, Fox sued the company
under the Lanham Act for failing to attribute the series to Fox and, therefore,
making a false designation of origin
by passing off Fox’s creation as its own
and creating consumer confusion as to
the source of the good.39 The Supreme
Court, in deciding whether Dastar
should have credited its series to Fox,
cautioned against using trademark law
to essentially extend copyright protec-
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tion on public domain material that is
supposed to be free for all to use.40 The
court stated that the origin of the physical product, not the general content or
idea, determines appropriate trademark
use; neither Fox nor any other previous
owner of the copyright in the content
of the work could claim that Dastar’s
use of public domain content resulted
in the possibility of consumer confusion as to the source of the goods.41 As
a result, the Supreme Court substantially limited the interaction between
trademark and copyright law in fear
of trademark law circumventing the
limited monopoly of copyright.

Public Domain: the Return

In 1912, Edgar Rice Burroughs
combined “the best attributes of civilized man and jungle beast” into the
character of Tarzan, who was brought
up by a tribe of apes after his parents
were killed to eventually reign over
the African jungle.42 The character’s
popularity caused him to star in his
first novel two years later, only to be
eventually followed by 20 sequel novels
delineating the story of Tarzan’s conflicts with the savage and the modern
worlds.43 By 1923, Burroughs started
his own self-titled company, which
would possess and control his various
creations, including the copyrights and
trademarks in his most famous character, Tarzan of the Apes.44 The first eight
novels of the Tarzan series today reside
in the public domain, their copyright
having expired since their publication
in the early 20th century. Edgar Rice
Burroughs Inc. (ERB) continues to
wield the trademark in the Tarzan
name it obtained in 1965 and to market and license the character for films,
video games, toys, merchandise and
comic books.45

In February 2012, ERB, today run
by the famous creator’s heirs, claimed
that a publisher’s use of the term “Lord
of the Jungle” in its comic book titles
infringed on the trademark it owns in
the name “Tarzan.” It argued that the
use created a likelihood of confusion as
to the source of the comic books and
made consumers believe the comics
were produced by ERB.46 ERB lost
the copyright battle on time. The early
Tarzan works published before 1924
that now reside in the public domain
are free to be utilized for future stories
by others. ERB’s retention of the
“Tarzan” trademarks offers the creator’s heirs substantial protection over
Burroughs’s original character. ERB
has the ability to prevent future users
of the public domain material from
signifying their products by the Tarzan
name. Possession of a trademark in a
character’s name or image, even without ownership of the copyright in the
same, can bestow upon the trademark
owner extensive capabilities to derive
value from the character.47 Numerous
works based on the character of Tarzan
utilize content that remains open for
all for subsequent works; however,
ERB’s continued use of the trademark
in Tarzan’s name has allowed ERB to

maintain relevance for anyone who
wishes to write another Tarzan story.
In order to do so, the writer must first
secure a license of the name from ERB.
Essentially, then, subsequent authors
can write stories about a man raised by
apes; however, unless they receive legal
authorization to use the name “Tarzan,” their creation will not be nearly as
popular or financially successful as the
original story.
In 1887, before Tarzan grasped his
first vine, culture heralded the birth
of brilliant British consulting detective Sherlock Holmes in a short story
entitled, “A Study in Scarlet.”48 Published in the U.S. between 1890 and
1927, Sherlock Holmes’s crime-solving
adventures with Dr. John Watson
emanating from 221B Baker Street
spanned four novels and 56 short
stories written by Sir Arthur Conan
Doyle.49 All but the last 10 stories are
currently in the public domain. Their
copyrights expired based on their initial
publication dates prior to 1923. The
copyrights of the final 10 are expected
to expire between 2018 and 2022.50
In his exceptional fictional lifetime,
Sherlock Holmes was not only the
subject of an immense body of works
by Doyle but inspired countless others,
too. Today, Doyle’s estate continues to
license rights to both classic takes on
the character and modern interpretations in film and television.
In 2011, one inspired author produced a Sherlock Holmes anthology
consisting of stories written by modern
authors depicting Sherlock Holmes
and Dr. Watson. When the estate came
calling for copyright license fees, the
publishing house that released the
anthology paid the estate $5,000 for a
copyright license, despite the author’s
belief that his anthology was based on
public domain works for which no
copyright license was required.51 In
2014, the author decided to create a
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sequel anthology. However, when the
estate demanded an additional license
fee with threats of inhibiting distribution of the book, the author brought a
declaratory judgment action in district
court. The court concluded that he was
free to use the material in the 50 Sherlock Holmes works already in the public domain but could use nothing from
the 10 works protected by copyright.52
Affirmed by the U.S. Court of Appeals
for the Seventh Circuit, the court’s decision reaffirms the desired expiration
of the copyright term envisioned by the
U.S. Constitution. The Circuit Court
feared the rising “cost of authorship”
from authors having to obtain licenses
from copyright holders for more material, reducing the incentive for them
to create derivative works based on
popular characters due to a “shrinking
public domain.”53 The court was well
aware that derivative works enjoyed
copyright protection only for added
original content and did not extend the
life of the copyrights of the works upon
which they were based.54
As with Tarzan, however, all of the
future authors already planning their
next spin-off about Mr. Holmes may
still have to contend with the Doyle
estate’s persistent trademark rights in
the character, which it claims to have
been using and also licensing since
1891. The estate has established itself
as unwilling to relinquish any piece of
its Sherlock Holmes’ legacy without
a hefty price, fighting a losing battle
against time on the copyright front.

This triggered the filing of federal
trademark registration applications and
the readying of its evidence to prove
prior common law trademark use.55
Accordingly, subsequent authors can
write stories about a genius consulting
detective who solves baffling crimes
with his doctor sidekick but should
expect to receive a call from the Doyle
estate should they call that character
anything close to “Sherlock Holmes.”

Next Time on . . . Protection of
Fictional Characters

As illustrated by the Tarzan and
Sherlock Holmes cases, trademarks
even protect characters whose copyrights have expired. Courts have
demonstrated a firm unwillingness to
decrease the public domain by judicial
mandate, fearing artistic innovation
getting stomped out by perpetual copyright. However, it is not just copyright
protection that may be concerning.
Though Dastar severely limited trademarks’ ability to perpetuate copyright,
trademarks and copyrights, even in
light of Dastar may jointly protect
fictional characters. The court in Dastar
wished to maintain public access to the
public domain without fear of trademarks creating an infinite copyright
by prohibiting the use of elements
that should be available to all for use.
It considered a trademark that related
to the content of works residing in the
public domain, not merely in a name
or image of a character. A valid trademark still confers on its owner certain
exclusive rights, allowing the owner to
control access to content that is in the
public domain and the use of names
and images protected under the trademark as designators of source.

Fictional characters are extremely
valuable commodities in today’s world
of adaptations, sequels, reboots and
trilogies. Defining the exact parameters of their protection as intellectual
properties can be crucial for successful commercial exploitation of such
characters. Due to their unique traits,
however, fictional characters often find
themselves in the horns of conflicting
legal doctrines and policies that offer
them protection in unclear ways. Many
legal battles are sure to be staged as
more beloved fictional characters enter
the public domain. Copyright owners
may scramble to hold onto anything
to keep from losing their intellectual
property. Who will be victorious when
the dust finally settles and what those
victories will mean for the protection
of fictional characters under intellectual
property law will surely be a story for
the ages.
See endnotes on page 9.

Denis Yanishevskiy is an associate with Ryder,
Lu, Mazzeo & Konieczny LLC. His practice focuses
on intellectual property litigation, including
trademark, copyright and patent disputes.
dyanishevskiy@ryderlu.com
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Endnotes
1 See, e.g., Klinger v. Conan Doyle Estate, Ltd., 755 F.3d 496,
497 (7th Cir. 2014) (identifying copyright protection
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2 See, e.g., Siegel v. Warner Bros. Entertainment Inc., 542
F. Supp. 2d 1098, 1107 (C.D. Ca. 2008) (noting origin of
Superman character comic was sold by authors in 1938
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3 See U.S. Copyright Office, Circular 44: Cartoons and Comic
Strips (2012), at 1, available at http://www.copyright.
gov/circs/circ44.pdf; see also 17 U.S.C. § 102 (2006).
4 See U.S. Copyright Office, Circular 1: Copyright Basics
(2012), at 1, available at http://www.copyright.gov/circs/
circ01.pdf; see also 17 U.S.C. § 106(a) (2006).
5 See 17 U.S.C. § 106(a)(2).
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7 See id. § 103(b).
8 See id. §§ 302-303.
9 See id.
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432 (2d Cir. 1940); Burroughs v. Metro-Golwyn-Mayer, 683
F.2d 610 (2d Cir. 1982).
11 See Anderson v. Stallone, 11 U.S.P.Q.2d (BNA) 1161 (C.D.
Cal. 1989); see also Warner Bros. Pictures, Inc. v. Columbia
Broadcasting System, Inc., 216 F.2d 945, 949 (9th Cir.
1954).
12 See Anderson v. Stallone, 11 U.S.P.Q.2d at 1162, 1165.
13 See id. at 1166.
14 See id.
15 See id.
16 See Columbia Broadcasting System, 216 F.2d at 949.
17 See id. at 946-48.
18 See id. at 950.
19 See id.
20 See 17 U.S.C. § 106.
21 See, e.g., Anderson, 11 U.S.P.Q.2d at 1162.
22 See, e.g., Siegel, 542 F. Supp. 2d at 1111.
23 See, e.g., DC Comics, Inc. v. Unlimited Monkey Business Inc.,
598 F. Supp 110 (N.D. Ga. 1984).
24 See id. at 112-13.
25 Id. at 115.
26 See id. at 113.
27 See id.
28 See id. at 114. Unlimited Monkey Business’s Super Stud
alternated as mild-mannered reporter Dark Dent working
for the Daily News, was accompanied by a toy monkey
named Jimmy Olsen, originated from the planet Criptoff,
and wore a red and blue costume with a yellow, five-sided shield on the chest that included a large letter S. Id. In
total, the court determined the character of Super Stud to
essentially evoke the character of Superman in the minds
of the public, which was a violation of the Lanham Act. Id.

29 See Frederick Warne & Co. v. Book Sales Inc., 481 F. Supp
1191, 1193 (S.D.N.Y 1979).
30 See id. at 1196.
31 See id.
32 See id. at 1197-98.
33 See id. at 1197.
34 See 539 U.S. 23 (2003).
35 See Dastar, 539 U.S. at 25-26.
36 See id. at 26.
37 See id.
38 See id. at 26-27.
39 See id. at 31.
40 See id. at 33-34.
41 See id. at 24; see also Mark P. McKenna, Dastar’s Next
Stand, 19:1 J. Intell. Prop. L. 1, 24 (2012), available at
http://ssrn.com/abstract=2141478.
42 See Burroughs, 683 F.2d at 610.
43 See Edgar Rice Burroughs, Inc. v. Dynamite Forces Entertainment, Inc., 12 CIV. 1192, at *5 (S.D.N.Y. Feb. 16, 2012).
44 See id. at *4-5.
45 See id. at *7.
46 See id. at *6-9.
47 For exclusive rights possessed by trademark owners, see
15 U.S.C. § 1125.
48 See Klinger v. Conan Doyle Estate, Ltd., 988 F. Supp. 2d
879, 882-83 (N.D. Ill. 2013).
49 See Klinger v. Conan Doyle Estate, Ltd., 755 F.3d 496, 497
(7th Cir. 2014).
50 See id.
51 See id.
52 See generally, Klinger, 988 F. Supp. 2d 879.
53 See Klinger, 755 F.3d at 501.
54 See id.
55 See Bill Donahue, Sherlock Copyright Weaker, But Trademarks Still Afoot, Law360, (2014), available at http://bit.
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