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‘Give me the beat, boys,’1 and
free my copyrighted creativity
An examination of music copyright infringement through
the lens of the Ninth Circuit’s ‘Blurred Lines’ opinion
By Eliese Herzl-Betz

C

ontemporary rappers/singers Pharrell Williams, Robin
Thicke and Clifford Harris Jr.
(better known as rapper T.I.) topped
the charts in 2013 with their controversial lyrics and catchy tunes in the
song, “Blurred Lines.”2 Thicke was vocal about the influence singer Marvin
Gaye had on his style.3 Marvin Gaye
had his heyday in the 1960s through
the 1980s and was known for his soulful rhythm and blues Motown hits.4 In

Williams v. Bridgeport Music Inc., the
question was whether Gaye’s influence
on Thicke was merely inspiration or
whether the three singer-songwriters
for “Blurred Lines” had copied from
Gaye’s so-called disco-funk classic song,
“Got to Give It Up,” impermissibly.5
This paper will review music copyright litigation principles generally,
including the substantial similarity test
and the most prominent evidentiary
Continued on page 2

Chair-Elect
Glenn M. Massina
Vice Chair
Nicole J. O’Hara
Secretary
Kelly A. Williams
Treasurer
Stephen Burke Schott
Section Delegate
Peter Justin Kraybill

“Got to Give It Up”

Newsletter Co-Editors
Joanne Lichtenstein Lubart
Denis Yanishevskiy

“Blurred Lines”

PBA Newsletter Liaison
Diane Banks
PBA Staff Liason
Pamela Kance

Endnotes begin on page 14.

Pennsylvania Bar Association • Intellectual Property Law Section • Spring 2017
1

‘Give Me The Beat, Boys’
Continued from page 1

concerns for courts, while focusing
primarily on the Ninth Circuit. It will
explore case law in the Ninth Circuit
leading up to the “Blurred Lines” decision, discuss the aftermath of “Blurred
Lines” and consider alternatives to
the current music copyright litigation
practice that might avoid another such
surprising outcome.

Music copyright principles in
the Ninth Circuit
There are two copyrights for music,
the sound recording copyright and the
musical composition copyright, and
they may have different “authors” who
own the rights.6 To establish music
copyright infringement, a plaintiff
must prove: 1) copyright ownership
and 2) copyright infringement.7 Evidence of copying can be either direct
or indirect. Proof of direct copying is
rare.8 Usually plaintiffs must rely on
indirect evidence to prove in the first
prong that the defendant had “access”
to the plaintiff’s work and the plaintiff’s
existing work and the defendant’s new
work are similar, then in the second
prong that the intended audience of
the defendant’s work would find the
protectable elements of the two works
“substantially similar.”9
The substantial similarity test for
comparing two musical works has varying applications across different circuit
courts.10 The two most prominent
approaches were established by the Second and Ninth Circuits, respectively.11
The Ninth Circuit uses the extrinsic/
intrinsic similarity test.

Extrinsic test
In the “extrinsic test,” a court measures whether the works in question are
similar by using external, objective criteria.12 The complicated nature of the
extrinsic test makes it difficult for even


experienced music copyright courts to
apply.13
Courts perform an “analytical
dissection” of the works with the
help of expert testimony.14 Analytical
dissection means dividing the works
“into their constituent elements, and
comparing those elements for proof
of copying as measured by ‘substantial
similarity.’”15 Courts should differentiate between protected and unprotected
elements.16 Unprotectable constructs
include scenes a faire,17 the idea/expression dichotomy,18 elements in
the public domain19 and de minimis
sampling.20

Intrinsic test
A case only reaches the intrinsic test
(based on subjective elements) once the
extrinsic test is satisfied.21 The intrinsic test asks “whether the ordinary,
reasonable person would find the total
concept and feel of the works to be
substantially similar.”22 A jury’s assessment of the factors for the intrinsic test
is often called the “lay listener” test.23
The Ninth Circuit has found that
the subjective intrinsic test was “virtually devoid of analysis,”24 and scholars
have described it as “no more than the
visceral reaction of the lay observer.”25
Both sides typically play musical clips
in court to try to sway the jury to find
either that there is or is not substantial
similarity in the “total concept and
feel” of the two juxtaposed works.26

Evidentiary concerns
Which elements of a copyrighted
work are protectable under the Copyright Act is a question of law for a
court to decide.27 Here, “Got to Give
It Up” was registered under the 1909
Copyright Act because it was registered
in 1977,28 prior to the effective date of
the current Copyright Act on Jan. 1,
1978.29 The only registration at that
time was for the deposit copy of the
written musical score.30 In support of
his registration, Gaye submitted a lead
sheet containing “the lyrics and some
of the melodic, harmonic and rhythmic
features that appear in the recorded
work,” although Gaye himself did not
fluently read sheet music or write sheet
music of his own songs.31

Expert witnesses and lay jury
Expert witness testimony is one of
the more confusing elements for a lay
jury to digest.32
Expert testimony is allowed for the
extrinsic test but not for the intrinsic test.33 The jury is then forced to
distinguish between whether an artist
has copied the expression of an idea or
merely just the idea34 and whether the
copying was unlawful without the help
of expert testimony.35 The problem
is both substantive and procedural,
with the intrinsic test that relies on the
“total concept and feel” of two works
as the deciding factor for infringement
(substantive) and with the lay jury that
is meant to interpret it (procedural).36

Litigation and Analysis
Analysis of ‘Blurred Lines’: Williams
v. Bridgeport Music Inc.
The “Blurred Lines” case was complicated for multiple reasons. Because
the Gaye estate owned the copyright
to the underlying musical work but
not to the sound recording, the actual
sound recording of “Got to Give It

Endnotes begin on page 14.
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Up” (“Give”) was not played in court.
The case seemed to hinge on popular
opinion of Robin Thicke’s many media
appearances talking about his inspiration from Gaye and on the complicated instructions the court gave the jury
before deliberation.

California district court case
On Aug. 15, 2013, Pharrell Williams, Robin Thick and Clifford Harris
Jr., together with Interscope Records,
UMG Recordings Inc., Star Trak Entertainment LLC and Universal Music
Distribution (Interscope) filed an
action (collectively as the Thicke Parties) in the U.S. District Court for the
Central District of California seeking a
declaratory judgment against the Gaye
Estate that their song “Blurred Lines”
(“Blurred”) did not infringe on Marvin
Gaye’s composition “Give.”37 There
were several motions38 and cross-motions.39 In ruling on these pretrial
motions, the district court concluded
that for the analytic dissection in the
extrinsic test, the “lead sheet” deposited with the copyright office in 1977
defined the scope of Gaye’s copyright,
which likely impacted the outcome of
the case at trial.40
The district court also determined
“elements that appear in the Gaye
sound recordings, but are absent from
the copyright deposit sheets – the only
publications submitted by [the Gaye
Estate] as evidence of their copyright
ownership – are not protected by the
copyrights asserted by [the Gaye Estate].”41 Yet, the court allowed the Gaye
Estate to create “mash-up” sound tracks
of “Give” that were meant to “strike
[ ] an appropriate balance between
presenting a record that contains what
is reflected in the deposit copy, without
including potentially prejudicial sounds

that are not protected.”42 The court
reasoned that jurors (“the ordinary person”) could likely not read sheet music,
making the lead sheet “inadequate” for
the intrinsic test.43
After a seven-day trial,44 the jury
unanimously found that two of the
plaintiffs (Williams and Thicke) had
infringed the defendants’ copyright
in “Give” by composing “Blurred.”45
The jury ordered damages totaling
$7.2 million overall.46 Inexplicably,
the jury found Harris (also known as
T.I.) and Interscope did not infringe,
although Harris, exactly like Williams
and Thicke, had an ownership stake in
“Blurred” and had helped compose the
song, and Interscope produced and distributed the album on which the song
was published.47 The Thicke Parties
and Gaye Estate each filed motions.48
The court denied the Thicke Parties’
requests except remittitur.49 It attributed the jury’s finding that Harris and
Interscope were not liable to a “specific
instructional error” and granted the
Gaye Estate’s motion for declaratory
relief, finding Harris and Interscope
liable for infringement.50

Ninth Circuit appeal
The Thicke Parties appealed to the
Ninth Circuit Court of Appeals on
Aug. 23, 2016.51 Among the issues
raised on appeal, the Thicke Parties
asserted that the district court should
not have denied summary judgment
because the defendants’ musicologist
expert Judith Finell based her testimony about similarities between “Blurred”
and “Give” solely on the sound recording of “Give,” which was not protected
by copyright.52 The Thicke parties also
objected to the Gaye Estate’s expert
testimony.53 On the contrary, the Gaye
Estate argues that the entire sound
recording of “Give” should have been
allowed, not just a mash-up recording,
as supported by their amici.54 Addi-

tionally, evidence about press statements about being inspired by Marvin
Gaye or “Give” were permitted into
evidence.55 Finally, the Thicke Parties
objected to jury instructions.56
In support of the Thicke Parties, a
large group of musicologists submitted an amicus curiae brief to provide
an expert interpretation of the alleged
similarities between “Blurred” and
“Give.”57 They assert Finell and Monson “departed from the basic principles
and rules for comparing two works in
a copyright infringement context” by
manipulating the transcripts and misaligning notes between and within the
works to make them appear similar.58
In support of the Gaye estate, amici
counter that Finell’s testimony about
the bass line is at the beginning of the
lead sheet.59 The amici also argue that
Finell and Monson “properly interpreted the sparse lead sheet’s various
themes and hooks.” 60

Conclusions and solutions
The future of music copyright in the
aftermath of ‘Blurred Lines’
The reactions to the jury verdict in
Williams have been widespread and
somewhat varied.61 Although there
is a general consensus among media
outlets and experts, both musical and
legal, that the decision was erroneous
and should be overturned, there has
been disagreement about whether the
decision will have a “chilling” effect
on future musicians’ creativity.62 In
making an individual assessment, the
author looks to other recently decided music copyright cases as well as
scholarly commentary about potential
solutions to “fix” music copyright.
One year after the “Blurred Lines”
decision, the Central District of California addressed whether the band
Led Zeppelin had infringed on the
copyright for the band Spirit’s song,
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“Taurus,” when it composed “Stairway
to Heaven.”63 The jury trial had many
elements similar to “Blurred Lines,”
including that the sound recording
could not be played in court.64 After a
unanimous jury found no substantial
similarity, the plaintiff (the trust acting
on behalf of Randy Wolfe’s estate) filed
an appeal in the Ninth Circuit on July
25, 2016, and it is currently pending.65
Commentators have compared this
case to “Blurred Lines” and debated
which of the outcomes will become the
primary precedent.66 Many scholars
have opined about what happened in
the “Blurred Lines” case, why music
is a particularly difficult genre about
which to ask lay juries to decide copyright infringement cases, and how to
best change the copyright system in the
United States.67 Besides arguments that
the lay jury should be replaced in music copyright cases because of the difficult nature of the subject matter (a substantive change),68 or at least that the
jury should be given expert guidance
throughout both extrinsic and intrinsic
tests,69 scholars also suggest establishing
a special copyright tribunal or court,
either for music alone or copyright
generally.70 Patent appeals all go to one
court, the Federal Circuit, and this has
been suggested as an outline for the
restructuring of copyright litigation as
well.71 Other suggestions for solutions
include specialized jury instructions for
music copyright cases72 and changing
the procedural aspect of the similarity
test (how it is framed).73
The lay listener test developed as a
market test because juries were supposed to represent the typical audience
for the music in question.74 Yet, this
is difficult to replicate where there are
two different markets with two differ-

ent sets of “ordinary listeners.” Can one
assume that those listening to the same
radio station that will play “Blurred”
and be inspired to buy the song will
also be listening to the oldies station
that will play “Give”? In fact, it seems
the infringement has had the opposite
effect on “Give” and boosted its sales. 75

Conclusion/solution
Ultimately, this author recommends
a new scheme for music copyright:
replace the lay jury with music experts
for music copyright cases and have
only three specialized appellate music
copyright courts (the Second, Sixth
and Ninth Circuits). Putting music
experts on the jury for music infringement cases would solve the problem of
the difficult subject matter and ensure
that the results of music copyright cases
would be more consistent, because the
jurors would fully understand the question before them and would be better
able to filter out unprotected elements.
The musical jurors would walk into
the courtroom with the knowledge
of the many different music elements
and then would not be confused, at a
minimum, by the musical technicalities
as they heard evidence about which
elements were covered by the party’s
copyright. This could refocus the jury
to the ultimate question of whether the
copying was unlawful. It would also
benefit the accuracy of the infringement analysis because the jurors would
be able to decipher which musicologists were credible and which made a
more convincing argument, tasks that
cannot normally be reviewed by courts
on appeal. Additionally, it would solve
the problem of the “lay listener” test
for cases where no sound recording is
copyrighted, such as in “Blurred Lines”
and “Led Zeppelin,” because all of
the jurors would be able to read sheet
music.

A set of three designated music
copyright appellate courts would also
give a more consistent outcome for
music copyright cases without running
the risk of having one court with too
much power, as is the criticism of the
patent system and the Federal Circuit.
The Second, Sixth and Ninth Circuits
already hear the majority of copyright
cases,76 and consolidating the rest of
the music copyright cases in those three
courts would allow for those circuits
and their judges to become music
copyright experts. Splitting the burden between the three would provide
a much-needed difference of opinion
that would allow for the further development of the law of music copyright.
With these two changes, a problematic result like that in “Blurred Lines”
would be nearly impossible, and the
system could run smoothly and effectively. As for the upcoming outcome
in “Blurred Lines”: the decision should
be overturned on appeal based on the
erroneous jury instructions and evidentiary admittances that show the verdict
was not supported by the requisite
“substantial evidence.”
Eliese (Liesel) Herzl-Betz is
an upstate New York native.
She is a graduate of the
College of William & Mary
in Williamsburg, Virginia,
where she was a German
studies major. Liesel is a
May 2017 graduate of the
Villanova University Charles
Widger School of Law. She
completed the intellectual
property concentration, taking copyright, patent, internet and sports law classes, participated in Villanova’s
Clinic for Law and Entrepreneurship, and externed in
the U.S. District Court for the District of Delaware. Next
year, Liesel will be a judicial law clerk for a Superior
Court judge in New Jersey.
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Amateurism and the right of publicity:
How O’Bannon v. NCAA strikes an imbalance between
amateurism and student-athletes’ right of publicity
regarding use of their name, image and likeness
By Chandel Boozer

T

he National Collegiate Athletic
Association (NCAA) accumulates approximately one
billion dollars in revenue per year.1
Student-athletes assist in generating
that revenue by participating in college
sports.2 Persons’ ability to authorize
and control the use of their identity for
commercial gain is called the right of
publicity.3 In contrast to professional
athletes, student-athletes are limited
in their ability to monitor and protect
the use of their image without their
consent because of their status as an
“amateur.”4
This article will review the Ninth
Circuit’s decision in O’Bannon v.
NCAA and the impact it has on the use
of student-athletes’ name, image and
likeness (NIL).5 It provides an overview
of the First Amendment and right of
publicity,6 a brief narrative analysis of
the O’Bannon decision7 and details why
O’Bannon struck an imbalance between
amateurism and student-athletes’ right
of publicity.8 Finally, it concludes that
the NCAA currently holds the power
to exploit student-athletes’ right of
publicity.9

The warm up: the First
Amendment and right of
publicity
When an individual’s NIL is used
without their permission in video
games, television shows or newspapers, he/she potentially has a right of
publicity claim. There are times when a
defendant can use a First Amendment
defense to substantiate why they did

not infringe on an individual’s right
of publicity. The following sections
outline the First Amendment, what
forms of speech are protected and how
much protection they receive;10 what
the transformative use test is and why
it is applied to expressive speech;11 the
history of the right of publicity and
how it is viewed today;12 and a summary of why the right of publicity and
First Amendment are intertwined in
right of publicity claims.13

The First Amendment
The First Amendment states that
“Congress shall make no law . . .
abridging the freedom of speech or
press.”14 It immunizes specific forms of
speech from legal liability.15 There are
three forms of speech that are protected
under the First Amendment: political
news, expressive speech and advertising.16 Each category receives a certain
level of immunity from legal liability.17
The First Amendment provides
the most protection to political news
because it promotes “liberty” by furnishing “information about the real
world and is essential to clear thinking
and public debate in a free society.”18
Expressive speech receives a reduced
level of protection compared to political news.19 The last category is advertising, which is now called commercial
speech.20 The current opinion is that
commercial speech is entitled to the
protection of the First Amendment,
albeit to protection somewhat less
extensive afforded to noncommercial
speech.21

Expressive Speech and the
Transformative Use Test
Works categorized as expressive
speech receive a higher form of protection compared to works deemed
commercial speech.22 Video games are
expressive works and receive the same
degree of protection provided to elite
literary works.23 The transformative
use test was created by the California
Supreme Court to address the ongoing
battle between right to publicity claims
and First Amendment defenses.24 The
transformative use test is comprised of
five factors, and courts examine these
factors to determine whether a defendant’s use of an individual’s likeness
meet the threshold to be considered
transformative to receive First Amendment protections.25
Video game creators use the First
Amendment as a defense to right of
publicity claims, and the transformative
use test is applied to deduce whether
video games protection.26 In Hart v.
Elec. Arts Inc., 717 F.3d. 141 (3rd Cir.
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2013), former Rutgers quarterback,
Ryan Hart, filed a suit under the right
of publicity claim.27 Hart argued that
EA misappropriated his likeness for
commercial use in its NCAA Football video game without his consent,
and EA argued that NCAA Football
is an expressive work that is provided
First Amendment protection.28 After
applying the Transformative Use Test,
the Third Circuit ruled in favor of
Hart’s right of publicity claim.29 NCAA
Football did not meet the threshold to
be considered transformative because
it did not adequately transform Hart’s
identity.30 Hart was not the last occurrence where EA asserted a First Amendment defense against a right of publicity claim against a student-athlete; EA
asserted a similar defense against Keller
in the O’Bannon litigation.31

Right of publicity
In 1953, in Haelan Laboratories
v. Topps Chewing Gum Inc., Judge
Frank coined the phrase “the right to
publicity.”32 In Haelan Laboratories, a
company that distributed gum had the
exclusive right to use a prominent baseball player’s picture for its product.33
Another company induced the baseball
player to allow it to use his picture for
its chewing gum too.34 In his analysis,
Judge Frank stated that public figures
have the right to privacy and what is

included in their right to privacy is
the right in the publicity value of their
image.35
Following Judge Frank’s coining
of “the right to publicity,” Professor
Melville B. Nimmer predicted that
public figures would soon focus less
on their right to privacy.36 Nimmer
stated, “[A]lthough the well-known
personality does not wish to hide his
light under a bushel of privacy, neither does he wish to have his name,
photograph and likeness reproduced
and publicized without his consent or
without remuneration to him.”37 Public
figures would begin to want some form
of protection from the use of their
likeness without their permission.38
In sum, the right to publicity started
off as a protection under the right to
privacy.39 Then, it became less about
public figures’ privacy and more about
their right to protect their likeness or
image.40
To claim the right of publicity,
the plaintiff must show: 1) their own
identity is at issue, 2) defendant used
the plaintiff’s identity in way to make
the plaintiff identifiable, and 3) the
defendant’s use caused damage to the
plaintiff’s commercial value.41 Professional athletes have the ability to
assert a right of publicity claim if they
feel that another person or entity used
their celebrity status for commercial
gain without their consent.42 After the
Ninth Circuit’s decision in O’Bannon,
undergraduate institutions are not permitted to compensate a student-athlete
with cash for the use of student-athlete’s name, image and likeness because
their status as an amateur.43

Nexus of right to publicity and the
First Amendment
The First Amendment’s purpose is
to “secure the common good through
the ‘free exchange of ideas.’”44 Topics
such as politics and various matters of
opinion are categorized as noncom-

mercial speech and are given greater
constitutional protection than commercial speech.45 If a person’s likeness
is used for political topics or matter of
opinion, the First Amendment would
exclude that individual’s rights. However, courts have a difficult time when a
persona is used for trade purposes.46
The transformative use test must be
applied when an individual’s persona is
used in an expressive work because of
the higher degree of protection afforded to expressive works under the First
Amendment. Therefore, when right
of publicity claims are alleged against
expressive works, it must be determined whether the work sufficiently
transformed a person’s likeness to the
point where it is substantially different
from the person’s original likeness or
persona.47 Balancing the interest of an
individual’s right to control his/her image under the right of publicity claim
and freedom of expression under the
First Amendment is the true purpose of
the transformative use test.48

The game: O’Bannon v. NCAA
O’Bannon had a significant impact
on student-athletes’ right of publicity
and how they can be compensated
for their NILs.49 The decision tipped
the scales towards amateurism and
away from student-athletes’ interests
in exploiting their NILs and using
their right of publicity.50 The following
sections recite the facts of the case,51
review NCAA’s argument about why
student-athletes’ right of publicity
was harmed by preventing them from
receiving compensation for use of their
NILs,52 and assess why the Ninth Circuit decided not to permit student-athletes to be compensated for their NILs
because of their status as an amateurs.53

Facts
In 2008, Ed O’Bannon, a former
UCLA basketball player, viewed an
avatar of himself in a college basket-
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ball video game created by Electronic
Arts Inc. 54 O’Bannon sued the National Collegiate Athletic Association
(NCAA) and Collegiate Licensing
Company (CLC) in federal court.55
O’Bannon alleged that the NCCA’s
amateurism rules violated the antitrust
laws because they prohibited student-athletes from being compensated
for their name, image and likeness.56
In a separate suit, Sam Keller, a former
collegiate athlete brought a suit against
NCAA, EA and CLC, claiming that
the NCAA’s wrongfully used student-athletes’ image, name and likeness
(NILs), ignored EA’s misappropriation
of student-athletes’ NILs and brought
a claim under Indiana and California’s
right of publicity statutes.57
The O’Bannon and Keller litigation
were consolidated, and they settled
their claims against EA and CLC.58
O’Bannon’s suit against the NCCA
went to a bench trial before the district
court.59 O’Bannon argued that the
NCAA’s rules caused an unlawful
restraint on Trade over Division I
basketball and football student-athlete
NILs in the college education market
and group licensing market.60 The district court concluded that the NCAA’s
rules prohibiting student-athletes from
receiving compensation for use of their
NILs violated antitrust laws.61 The
NCAA appealed the decision, arguing
that the district court was prohibited
from deciding whether O’Bannon’s
claims failed or succeeded on the merits under the Sherman Act.62

No harm to student-athletes when
using their NILs
The NCAA argued that its rules
did not injure student-athletes and
that O’Bannon failed to meet the
heightened standard required to be met

when alleging an antitrust injury.63 The
Ninth Circuit agreed with the district
court, stating that if the NCAA’s compensation rules were not in place, video
game creators would negotiate directly
with student-athletes to receive authorization to use their NILs.64 The NCAA
argued that there was no injury in fact
because the NCAA relinquished its relationship with EA and is not working
with another video game maker.65 The
Ninth Circuit’s rebuttal was that the
district court determined that there
was a possibility that the NCAA would
resume its relationship with EA, and,
because college sports video games were
profitable in the past, it was reasonable to conclude that student-athletes’
suffered a loss in compensation.66 The
court went on to note that the NCAA
allowed EA to make video games long
after EA incorporated player avatars
and that EA made efforts to cooperate
with the NCAA and change the policy
for using student-athletes’ NILs.67

Amateurism and student-athlete
compensation
The Ninth Circuit determined
that the district court erred when it
concluded that another reasonable
alternative would be cash payments not
related to education expenses. 68 The
court stated “the question is whether
the alternative of allowing students to
be paid NIL compensation unrelated
to their education expenses, is “virtually as effective” in preserving amateurism as not allowing compensation.”69
The court concluded that student-athletes not getting paid is what makes

them amateurs, and amateurism is one
of the NCAA’s procompetitive purposes.70 If student-athletes received money
for their NILs, their status as amateurs
would be vitiated.71 Therefore, providing funds for NILs is not a reasonable
alternative.72 The Ninth Circuit vacated
the district court’s decision allowing
NCAA’s member schools to hold
student-athletes’ compensation in trust
until they left their respective universities.73

The cool down: How O’Bannon
tried to balance amateurism
and student-athletes’ right of
publicity
O’Bannon and Keller consolidated their cases during the pretrial
proceedings.74 The defendants moved
to dismiss Keller’s right-of-publicity claims under California’s right of
publicity statutes on First Amendment
grounds.75 Video games have First
Amendment protections because they
are considered expressive speech.76
However, the protections the First
Amendment provides are not “ ... absolute, and states may recognize the right
of publicity to a degree consistent with
the First Amendment.”77 The Ninth
Circuit held that “Under California’s
transformative use defense, EA’s use of
the likenesses of college athletes, like
Samuel Keller in its video games, is
not, as a matter of law, protected by the
First Amendment.”78 The court provided five factors to use when determining
whether work is transformative.79 It
concluded that EA’s video games did
not contain a sufficient number of
transformative elements to be permitted to use it as a First Amendment
defense.80 EA’s game used Keller’s physical characteristics and used him in the
same context his performance would be
seen in in reality.81 In sum, the Ninth
Circuit concluded that under California’s transformative use test, EA’s use of
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student-athletes’ NILs are not protected under the First Amendment.82
There is tension between the Ninth
Circuit’s decisions in O’Bannon and
In re NCAA Student-Athlete Name &
Likeness Licensing Litigation. In O’Bannon, the Ninth Circuit held that student-athletes should not be monetarily
compensated for use of their NILs
because receiving monies outside of educational purposes cannot co-exist with
the amateur status.83 However, in In re
NCAA Student-Athlete Name & Likeness
Licensing Litigation, the Ninth Circuit
held that EA’s use of student-athletes’
NILs is not protected by the First
Amendment, inferring that EA would
have to compensate student-athletes
if EA wanted to use their NILs in the
video game.
Student-athletes essentially give
up their right of publicity protections
when they agree to play collegiate
sports. NCAA regulations prohibit
student-athletes from receiving compensation for the commercial use of
their name and likeness.84 Therefore,
student-athletes are prohibited from
exploiting their right of publicity
like professional athletes.85 When
student-athletes assign the rights of
publicity to the NCAA, they receive a
scholarship and the opportunity to play
for their respective institutions.86 The
maximum student-athletea can receive
for their NILs is full-tuition scholarships. However, the NCCA is permitted to exploit the names, images and
likenesses of student-athletes in their
licensing agreements and broadcasting
agreements.87
The Ninth Circuit was clearly inhibited from permitting student-athletes
from receiving compensation because
of student-athletes’ status as amateurs.88
The “spirit of amateurism” is what

makes the NCAA unique and distinguishable from professional leagues.89
However, limiting how student-athletes
are able to exploit their personas has
a notable impact on student-athletes
because most do not move to professional sports.90 The NCAA states that
they desire to protect student-athletes
from “ ... exploitation by professional and commercial enterprises.91 Yet,
the NCAA made approximately $702
million from television and marketing
rights alone in 2012-2013.92

Conclusion
O’Bannon established that student-athletes relinquish their right of
publicity protections when they agree
to play a collegiate sport for a university.93 If the NCAA did not have regulations and bylaws prohibiting student-athletes from being compensated
for their images or likenesses, video
game developers, such as EA, would
have to pay them to use their NILs.94
As of today, the NCAA is permitted
to exploit student-athletes’ NILs and,
in exchange, student-athletes have
the opportunity to compete for their
university or college.95 In O’Bannon,
amateurism prevailed over the right of
publicity. Now the NCAA is permitted
to engage in the acts they desire to prevent: the exploitation of amateurism.96
Chandel Boozer is a rising
3L at Villanova University
Charles Widger School of
Law. She is a Pittsburgh
native and received her
undergraduate degree
from the University of
Pittsburgh. Chandel is
currently enrolled in the
IP concentration offered
at Villanova and is interested in trademark law and copyright law. Chandel
is the president of Villanova’s Black Law Students
Association and a managing editor of student works of
the Jeffrey S. Moorad Sports Law Journal.

Endnotes: Amateurism and the right of publicity
1 See Steve Berkowitz, “NCAA Nearly Topped $1 Billion in
Revenue in 2014,” USA Today (March 11, 2015), http://
www.usatoday.com/story/sports/college/2015/03/11/
ncaa-financial-statement-2014-1-billion-revenue/70161386/ (detailing how much revenue the NCAA
received in 2014); see also Tom Genrencer, “How Much
Money Does the NCAA Make?,” MoneyNation (March 22,
2016), http://moneynation.com/how-much-moneydoes-the-ncaa-make/ (explaining how much money the
NCAA gains on average per year).
2 For further discussion about how student-athletes
contribute to the NCAA’s revenue, see infra note 92 and
accompanying text.
3 For further discussion about the right of publicity, see
infra note To claim the right of publicity, the plaintiff
must show: 1) their own identity is at issue, 2) defendant
used the plaintiff’s identity in way to make the plaintiff
identifiable, and 3) the defendant’s use caused damage to
the plaintiff’s commercial value.41 Professional athletes
have the ability to assert a right of publicity claim if they
feel that another person or entity used their celebrity
status for commercial gain without their consent.42 After
the Ninth Circuit’s decision in O’Bannon, undergraduate institutions are not permitted to compensate a
student-athlete with cash for the use of student-athlete’s
name, image and likeness because their status as an
amateur.43 and accompanying text.
4 For further discussion about how student-athletes
are limited in their ability to control their right of
publicity, see infra notes There is tension between the
Ninth Circuit’s decisions in O’Bannon and In re NCAA
Student-Athlete Name & Likeness Licensing Litigation.
In O’Bannon, the Ninth Circuit held that student-athletes
should not be monetarily compensated for use of their
NILs because receiving monies outside of educational
purposes cannot co-exist with the amateur status.83
However, in In re NCAA Student-Athlete Name & Likeness
Licensing Litigation, the Ninth Circuit held that EA’s use
of student-athletes’ NILs is not protected by the First
Amendment, inferring that EA would have to compensate
student-athletes if EA wanted to use their NILs in the
video game.-92 and accompanying text.
5 For further discussion about O’Bannon and its impact
on student-athletes use of their NILs, see infra notes
O’Bannon and Keller consolidated their cases during the
pretrial proceedings.74 The defendants moved to dismiss
Keller’s right-of-publicity claims under California’s right
of publicity statutes on First Amendment grounds.75
Video games have First Amendment protections because
they are considered expressive speech.76 However, the
protections the First Amendment provides are not “ ...
absolute, and states may recognize the right of publicity
to a degree consistent with the First Amendment.”77 The
Ninth Circuit held that “Under California’s transformative
use defense, EA’s use of the likenesses of college athletes,
like Samuel Keller in its video games, is not, as a matter of
law, protected by the First Amendment.”78 The court provided five factors to use when determining whether work
is transformative.79 It concluded that EA’s video games
did not contain a sufficient number of transformative
elements to be permitted to use it as a First Amendment
defense.80 EA’s game used Keller’s physical characteristics
and used him in the same context his performance would
be seen in in reality.81 In sum, the Ninth Circuit concluded that under California’s transformative use test, EA’s use
Endnotes continue on page 16.
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Hoarding innovation:
The effect of patent trolls on the patent system and
what measures should be taken to stop them
By Ross Kirchgasser

T

he patent system is designed
to incentivize innovation by
striking a balance between
rewarding the inventor and allowing
society to make use of the invention.
However, like everything else, the patent system is vulnerable to exploitation.
The greedy have once again discovered
a way to profit from the work of others.
Traditionally, inventors or innovative companies would be granted a
patent for worthwhile contributions to
society, thereby securing a monopoly
as a reward for the investment of time
and resources. This system incentivizes
the inventor or innovative company to
continue to innovate, which ultimately
benefits society as a whole.
However, a new contender has
emerged. The non-practicing entity
(NPE) now has a major presence in
the patent landscape. NPEs account
for about 62 percent of all new patent
infringement litigation.1 The term
“patent troll” was coined to describe a
certain form of NPE that exploits the
patent system by extorting companies
into settling lawsuits and engaging in
abusive litigation techniques. They are
companies that purchase patents for
the sole purpose of asserting them in
litigation. They assert these patents
(usually very broad in nature) with the
hope that an “infringing” company will
opt to settle rather than go through
with costly litigation. Overwhelmingly, trolls do not create or develop new
inventions, nor do they practice any
of the patents they own. Accordingly,
these entities are fundamentally at odds
with the goal of the patent system.

This overview of patent trolls and
their tactics includes an analysis of
several counter measures that have
been taken. It advocates that the best
solution to the problem of patent trolls
is through federal legislation. Unless
proposed legislation is passed soon,
the problem will continue to grow and
damage truly innovative companies
and the patent system itself.

What are patent trolls and why
do we care?
In recent years, the number of
suits filed by trolls has dramatically
increased.2 These suits were traditionally filed against high-tech companies.3
However, patent trolls have begun to
target smaller companies and even end
users of technology.4 This new low has,
in a way, helped bring attention to the
problem trolls are creating.
In short, trolls are companies that
buy patents in order to litigate. They
do not create or produce products so
they are immune to counterclaims of
patent infringement.5 Tactics trolls use
include: 1) asserting overly broad patents, 2) targeting smaller companies, 3)
waiting until a product is market-ready
to assert litigation, 4) using shell
companies to bring litigation to shield
themselves from having to pay attorneys’ fees later on, and 5) sending out
thousands of threatening letters at a
time to “alleged infringers” to maximize the amount of settlements they
can receive without having to actually
go through with litigation.
Many patent trolls acquired patents
in bankruptcy proceedings after the

dot-com boom.6 Among these were
broad patents, such as the online shopping cart7 and the process of scanning
documents to email.8 These patents
capitalized on the use of the internet,
meaning that they have become exponentially vital to modern life. Because
of this, the trolls that now own them
have an infinite number of potential
defendants. Additionally, some of these
software patents are incredibly broad
and can therefore be asserted against a
broader range of “infringing” products.
For example, the patent troll Personal
Audio LLC received a patent in 2009
for a “system for disseminating media
content representing episodes in a serialized sequence.”9 The company now
contends that the patent applied for in
1996 applies to nearly all digital episodic content, including podcasting10 and
posting television episodes online.11
One “infringer” targeted by Personal
Audio was podcaster Adam Corolla.
The former comedian had one of the
most popular podcasts on iTunes when
he was sent a letter threatening litigation. Unexpectedly, Corolla decided to
fight back by crowdfunding12 to cover
legal expenses.13 Because of the nature
of podcasting and the support from the
podcasting community, Corolla was
able to bring more attention to Personal
Audio’s shakedown-like tactics, and
they eventually agreed to drop the suit.
Some infer that Personal Audio decided
to back down because podcasting was

Endnotes on page 18.
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not the cash cow they had thought and
instead decided to pursue litigation
against more high-value defendants,
Apple and CBS.14 Although some consider this a victory, Corolla ended up
spending more than $200,000 in legal
fees.15 Had Personal Audio continued
with discovery, the suit would have
cost around $100,000 per month to
defend.16 Corolla was able to recover.
However, other small businesses may
have had to close up shop after such an
ordeal. Personal Audio went on to win
a $1.3 million judgment against CBS
for the same patent. However, nonprofit organization Electronic Frontier
Foundation recently raised money to
file an inter partes review and invalidated the patent.17

What can be done to combat
patent trolls?
Because trolls have been gaining
more notoriety recently, increasing
effort is being put forth to combat
them. Several important Supreme
Court decisions have severely crippled
troll tactics, states have started to pass
laws aimed specifically at stopping
troll-like behavior, and legislation has
been proposed in both the Senate and
House of Representatives that would
help to repair the patent system and
guard against such abusive litigation.
Although all of these measures address
aspects of the patent troll problem,
the only means that will address the
specific problem and work practically is
to pass federal legislation.

Landmark cases
There have been several blows to
patent trolls in the Supreme Court. In
2006 the Supreme Court implemented a case-by-case analysis in deciding
to grant injunctive relief. The court
held in eBay Inc. v. MercExchange

LLC.18 that the traditional equitable
test must also be applied to patent
infringement cases.19 Previously, courts
would routinely grant injunctive relief
pursuant to a patent holder’s right to
exclude. Because of this, trolls could
threaten companies with products that
were market-ready or already on the
market with an injunction. Doing so
would give trolls leverage to negotiate a
more favorable settlement.20 However,
some critics suggest that the court did
not provide enough guidance in eBay
to apply the test in patent cases. This
leaves the test open to different interpretations by lower courts and allows
trolls to continue to forum shop.21
The court struck another blow to
patent trolls in 2014. In Alice Corp. v.
CLS Bank International,22 The court
narrowed the scope of patentability
by holding that computer software
designed to mitigate settlement risk
was invalid for “fail[ing] to transform
[an] abstract idea into a patent-eligible
invention.”23 This holding frustrates
patent trolls’ method of asserting overly
broad, weak patents in order to sue
a wide variety of alleged infringers.
It also addressed the problem at the
source by instructing the USPTO as to
which software patents it may issue in
the first place.24
Finally, in Octane Fitness LLC v.
ICON Health & Fitness Inc.,25 the court
created a more flexible, case-by-case
standard for district courts to award
attorneys’ fees.26 This fee shifting can
act as a deterrent to patent trolls,

discouraging them from bringing badfaith patent litigation. Although it is a
step forward, the decision only addresses one of many patent system issues
that patent trolls exploit.27
The difficulty in relying on the
judicial branch to address the problem
is that it is limited to the legislative
branch’s instructions and acts retroactively. Not until recent years did the
Supreme Court give more discretion
to lower courts in granting injunctive
relief and allowing prevailing parties to
receive attorneys’ fees. This evolution
comes more than a half-century after
the relevant sections of the United
States Code were enacted.28 It is true
that in this way the court can adapt
the law to current trends and ideals in
the patent field. However, this ability
still responds to the problems as they
arise and has no preventative quality.
Additionally, the court’s opportunity to
address these problems only arises after
litigation has been going on for years.
To get to this point, alleged infringers
would have already spent millions of
dollars. Also, patent trolls could likely
avoid a trip to the Supreme Court
by targeting companies without the
resources to carry a case through that
far. In sum, the court can help address
certain oversights of the legislative
branch but it cannot directly address
the underlying problems.

State law
Alleged infringers can now attempt
to remedy the damage caused by
abusive litigation from trolls by filing
specific tort claims in state court. Previously, companies would have to depend
on consumer protection laws that were
more difficult to apply in the patent
context.29 In response to this difficulty,
some states have passed laws specifically aimed at creating a remedy for
companies that have been victimized
by patent trolls. One example is North
Carolina’s Abusive Patent Assertions
Continued on page 11

Endnotes on page 18.
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Act (the Act).30 This legislation seeks to
help the battle against patent trolls by
1) covering specific targets of alleged
patent infringement, as well as those
who merely receive threats of litigation;
2) allowing courts to require companies bringing patent litigation to post
a bond of $500,000 to cover attorneys’
fees should the court find it to be a bad
faith assertion; 3) allowing joinder of
parties with an interest in the patent
in the event the company asserting
litigation in bad faith cannot afford the
amount awarded to the targeted “infringer;” and 4) allowing the attorney
general to join in suit against parties
asserting litigation in bad faith.31
Although this act targets many of
the prominent tactics used by patent
trolls, it may prove ineffective against
preemption by federal law. Any litigation (on the merits) involving patent
infringement necessarily requires a
patent analysis that allows patent trolls
to remove the case to federal court by
way of federal question jurisdiction.32
Once in federal court, any state tort
action related to the case would be
dismissed.33 In order to avoid removal to federal court, victims of patent
trolls must show that the assertion of a
patent right is “objectively baseless,”34
an incredibly high burden to meet. The
decision in GlobeTrotter heightened
this burden by requiring that bad faith
be shown in addition to “objectively
baseless” claims, even if the state tort
does not require a showing of bad
faith.35 Ultimately, there have not been
any notable victories in bringing state
action in response to abusive patent
litigation.36

Enacted and proposed legislation
In response to the increasing incidents of patent troll litigation, legislation has been enacted and proposed in

Congress. Three notable examples are
The America Invents Act (AIA),37 the
PATENT Act,38 and the Innovation
Act of 2015.39 Although The AIA was
signed into law in September 2011,
both the PATENT Act and Innovation Act are still being considered by
Congress.
The AIA targeted a limited number
of patent troll tactics. Among other
things, the act 1) made joining defendants more difficult to discourage
forum shopping, 2) expanded postgrant review to encourage transparency
in the USPTO and helped clarify the
parameters of existing patents, and 3)
further restricted patents on abstract
business methods that had led to so
much litigation throughout the 1990s.
40
Although the AIA included a study
on litigation by NPEs,41 it failed to
directly address several crucial issues,
such as damages, pleadings discovery
and venue restrictions.42
The pending legislation, PATENT Act and Innovation Act, aim to
pick up where the AIA left off. Both
acts include provisions that would
1) heighten pleading requirements,
2) require plaintiffs to disclose other
parties with interests in the asserted
patents, 3) allow for fee shifting to
make it easier for the prevailing party
to receive attorneys’ fees, and 4) impose
limitations on discovery so that the
validity of the asserted patent would be
considered before parties were required
to engage in the costly process of discovery.43 Although they differ slightly
on the issues mentioned, it is clear that
the acts are aimed toward addressing
the patent troll problem.44 However,
like any proposed legislation, these acts
must navigate the politics of the system
before they become effective. The main
pushback on this specific legislation is
that it goes too far and would end up
hurting innovative companies. This
criticism has urged some corporations

such as Ford, Apple and Pfizer to join
together to create a lobbying group
called The Partnership for American
Innovation.45 This may explain Congress’ hesitation to proceed further.

Conclusion
Although it may face the most
opposition, federal legislation would be
the best option to combat the patent troll problem. Legislation would
prevent abusive litigation before it
begins, saving “alleged infringers” from
spending copious amounts of money to
defend themselves. Litigation is something that the judicial branch would
simply not prevent. Legislation would
also be unaffected by the procedural
issues that state law is currently facing.
In order to be enacted, larger companies that currently oppose the legislation may have to make a small sacrifice.
In doing so, they will be helping smaller companies that are most affected by
patent trolls, but have little resources,
to fight back or lobby for change. The
patent system aims to encourage innovation, whether it comes from a large
company, small company or elsewhere.
There may be innovations that society
will never know if something is not
done to better address the problems
caused by patent trolls.
Ross Kirchgasser graduated
from Temple University in
2011. After a brief career in
the recording industry as an
audio engineer, he attended
Drexel University’s Kline
School of Law to pursue his
interest in entertainment
and intellectual property
law. Ross gained membership to Drexel’s moot court team, was vice president of
the school’s Civil Litigation Society student organization and actively participated in the school’s estate
planning pro bono clinic. He served as a legal intern
for Judge Rayford A. Means in the Philadelphia Court
of Common Pleas during the summer of his 1L year. He
is currently an in-house legal intern for a Philadelphia
software company. Ross anticipates receiving his J.D.
in 2018.
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©

Give me a ! What does it spell?
Copyright!
Star Athletica LLC v. Varsity Brands Inc.
By Alison Dudick

T

he U.S. Supreme Court took
a walk on the sports fashion
runway in its recent copyright
decision in Star Athletica LCC v. Varsity
Brands Inc., 580 U.S.__, 501 S. Ct.
___ (2017). In its 6-2 decision, the
court held that a feature incorporated
into the design of a useful article is
eligible for copyright protection only
if the feature (1) can be perceived as a
two- or three-dimensional work of art
separate from the useful article and (2)
would qualify as a protectable pictorial,
graphic or sculptural work, either on
its own or fixed in some other tangible
medium of expression if it were imagined separately from the useful article
into which it is incorporated.
The case involved cheerleading
uniforms designed by Varsity Brands,
a large player in the market, which
were allegedly copied by Star Athletica.
The legal issue was whether copyright
protection extended to Varsity Brands’
combination of chevrons, zigzags and
stripes appearing on its uniforms. The
Supreme Court held copyright protection extended to Varsity Brands’
designs (image below).

The Federal Copyright Act of 1976,
as amended (Copyright Act), which is
not limited to only musical and literary
works, makes “pictorial, graphic, or
sculptural features” of the “design of
a useful article” eligible for copyright
protection as artistic works if those
features “can be identified separately
from, and are capable of existing independently of, the utilitarian aspects of
the article.” 17 U.S.C. § 101.
Varsity Brands holds more than 200
copyright registrations for designs consisting of various lines, chevrons, stripes
and colorful shapes appearing on
cheerleading uniforms and other clothing it designs and sells. The company
sued Star Athletica, which also markets
cheerleading uniforms, alleging copyright infringement of five of its designs.
The U.S. District Court for the District
of Western Tennessee granted Star
Athletica summary judgment, holding
that the designs could not be conceptually or physically separated from the
uniforms and were therefore ineligible
for copyright protection. In reversing,
the U.S. Court of Appeals for the Sixth
Circuit concluded that the graphics

could be “identified separately” and
were “capable of existing independently” of the uniforms under 17 U.S.C. §
101. The designs could be incorporated onto the surface of different types
of garments or hung on the wall and
framed as art.
The Supreme Court granted
certiorari and affirmed the decision
of the Sixth Circuit. The majority
opinion written by Justice Clarence
Thomas addressed the issue as a matter
of statutory interpretation. The Supreme Court reviewed its seminal case
of Mazer v. Stein, 347 U.S. 201 (1954),
which held that a copyright was owned
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in a statuette of a dancer even though
it was intended for use as a lamp base.
Mazer also held that it was irrelevant
to the copyright inquiry whether the
dancer statuette was initially created as
a freestanding sculpture or as a lamp
base. Shortly after Mazer, the U.S.
Copyright Office enacted a regulation
that introduced the modern separability test into copyright law, which was
eventually codified in Section 101 of
the 1976 Copyright Act.
A feature of the design of a useful
article is eligible for copyright if, when
identified and imagined apart from
the useful article, it would qualify as a
pictorial, graphic or sculptural work,
either on its own or when fixed in some
other tangible medium.
Relative to the cheerleading uniforms, the Supreme Court made several
determinations. First, it found that one
can identify the decorations as features
having pictorial, graphic or sculptural
qualities. Secondly, it concluded that
if the arrangement of colors, shapes,
stripes and chevrons on the surface of
the cheerleading uniforms was separated from the uniform and applied in
another medium – for example, on a
painter’s canvas – it would qualify as a
“two-dimensional ... [work] of ... art.”
17 U.S.C. § 101. Moreover, imaginatively removing the surface decorations
from the uniforms and applying them
in another medium would not replicate
the uniform itself. In practice, Varsity
Brands applied the designs in this case
to different types of clothing, including warm-up jackets and sweatpants,
without replicating the uniform. The
decorations were viewed as separable
from the uniforms and eligible for
copyright protection.
This is not a blanket ruling protecting all apparel designers from copying
and knock-offs. The Supreme Court

made it abundantly clear that the only
feature of respondents’ cheerleading
uniforms eligible for protection under
copyright is the two-dimensional applied art on the surface of the
uniforms. Respondents may prohibit
the reproduction only of the surface
designs on a uniform or in any other
medium of expression. Respondents
have no right to prevent anyone from
manufacturing a cheerleading uniform
that is identical in shape, cut or dimensions to the uniforms at issue.
In terms of what this ruling means
for the athletic apparel and fashion
industries, it gives broad protection
to industrial designs. It also reinforces
the principle that the requisite level of
creativity for obtaining a copyright is
low. How this might extend to tennis,
basketball or soccer remains an open
question. Time will reveal how much
protection this opinion provides once
other courts begin applying these principles to other cases.
One can expect more apparel designers to start filing more copyrights,
as they are relatively inexpensive to
obtain. Copyrights also have a long life
span. Larger companies likely will rely
on and assert more copyrights, while
smaller companies often lack the resources to fight copyright infringement
cases. In addition to copyright protection, design patents and trademarks
can also be an option for protection of
intellectual property in this industry.
The impact on consumers is the
potential for decreased competition.
Decreased competition is likely to
result in cost increases to parents and
athletes for team uniforms and other
apparel. Universities that contract with
sports apparel manufacturers could
see increased prices and being tied to a
sole supplier for a long time. These are
issues that were not addressed by the
majority opinion, but certainly likely
to curb anyone’s team spirit.

Alison Dudick specializes
in intellectual property
law, including all aspects
of trademarks, copyrights
and licensing, as well
as litigating intellectual
property, business and
commercial disputes. She
is special counsel with
Ryder, Lu, Mazzeo & Konieczny LLC.
adudick@ryderlu.com
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Endnotes: ‘Give me the beat, boys’

1 Dobie Gray, Drift Away, on Drift Away (MCA Records 1973).
2 See Melinda Newman, How It Cost $6.9M to Make Robin
Thicke’s ‘Blurred Lines’ A Hit, Forbes (Mar. 5, 2015, 10:44
AM), https://www.forbes.com/sites/melindanewman/2015/03/05/heres-how-it-cost-6-9-million-to-makerobin-thickes-blurred-lines-a-hit/#33ed5bc65905 (citing
6.5 million downloads of the song in the United States in
2013 and Numer One status).
3 See Anthony Mandler, Robin Thicke Admits Drug Abuse,
Lying to Media in Wild “Blurred Lines” Deposition (Exclusive),
The Hollywood Reporter (Sept. 15, 2014, 9:00 AM PT), http://
www.hollywoodreporter.com/thr-esq/robin-thickeadmits-drug-abuse-732783 (outlining Thicke’s media
appearances where he mentions Marvin Gaye and says “Got
to Give it Up” is “one of his favorite songs of all time” and
told Pharrell they should make a song with “that groove,”
but in his deposition, Thicke claims the interviews were a
false origin story meant to give him some credit for “Blurred
Lines” but Pharrell really wrote “almost every single part of
the song”). See also Williams v. Bridgeport Music Inc., No.
CV13-06004-JAK(AGRx), 2015 WL 4935277 (C.D. Cal. Feb.
25, 2015) (Testimony of Defendant’s Witness, Robin Alan
Thicke) (Thicke affirms that “Got to Give It Up” is a ‘classic’
and ‘one of his favorite songs of all time’); D.I. 172 (Notice
of Motion and Motion in Limine to Exclude Evidence of
Plaintiffs’ Press Statements, dated Jan. 6, 2015).
4 Marvin Gaye Bio, Rolling Stone, http://www.rollingstone.
com/music/artists/marvin-gaye/biography (last accessed
Apr. 9, 2017) (listing several Number One Hits, including
“Got to Give It Up” in 1977).
5 Jody Rosen, Robin Thicke on ‘Blurred Lines’ and Learning
From His Mistakes, N.Y. Times (July 1, 2015), https://www.
nytimes.com/2015/07/05/arts/music/robin-thicke-onblurred-lines-and-learning-from-his-mistakes.html?_r=0.
6 Newton v. Diamond, 204 F. Supp. 2d 1244, 1248-49 (C. D.
Cal. 2002) (finding a musical composition’s copyright “protects the generic sound that would necessarily result from
any performance of the piece” whereas the sound recording
is “the sound produced by the performer’s rendition of the
musical work”) (citations omitted).
7 Three Boys Music Corp. v. Bolton, 212 F.3d 477, 481 (9th Cir.
2000) (citing Smith v. Jackson, 84 F.3d 1213, 1218 (9th Cir.
1996)) (infringement means that “the defendant copied
protected elements of the plaintiff’s work”).
8 Id.
9 Id.
10 See Robert C. Osterberg & Eric C. Osterberg, Chapter 3: Test for
Substantial Similarity, in Substantial Similarity in Copyright Law,
pt. 1, at 3-1, 3-2 to 3-52 (2012).
11 Id. at 3-2 n.1 to 3-3 (explaining that Second Circuit’s
decision in Arnstein v. Porter, 154 F.2d 464 (2d Cir. 1946)
established copying/unlawful appropriation test and Ninth
Circuit’s decision in Sid & Marty Krofft Television Prods. Inc. v.
McDonald’s Corp., 562 F.2d 1157 (9th Cir. 1977) established
extrinsic/intrinsic test).
12 Swirsky v. Carey, 376 F.3d 841, 845 (9th Cir. 2004).
13 See Osterberg & Osterberg, supra note 10, at 3-30. The Ninth
Circuit conceded this point in Swirsky v. Carey, writing that
the test (assessing the similarity of ideas and expression
between two works) “provides an awkward framework
for copyrighted works like music or art objects, which lack
distinct elements of ideas and expression.” Swirsky, 376 F.3d
at 848.
14 See Three Boys, 212 F.3d at 485.
15 Rice v. Fox Broad. Co., 148 F. Supp. 2d 1029, 1051 (C.D. Cal.
2001), rev’d on other grounds, 330 F.3d 1170 (9th Cir. 2003).
16 Court should only measure the defendant’s work’s substantial similarity to the protected elements of the plaintiff’s
work. See Swirsky, 376 F.3d at 845. Elements between the

two songs that are similar but can be attributed to an unprotectable construct will not be sufficient to find copyright
infringement and the fact finder should filter them out of
their final analysis. See Newton, 204 F. Supp. 2d at 1249
(citing Sony Pictures Enter. Inc. v. Fireworks Enter. Group Inc.,
156 F. Supp. 2d 1148, 1157 (C.D. Cal. 2001)).
17 See Cain v. Universal Pictures Co., 47 F. Supp. 1013, 1017 (S.D.
Cal. 1942) (defining scenes a faire as “small details” that are
situationally common and recur or are nearly inevitable
in certain genres and are therefore deemed unoriginal or
unprotectable).
18 See Baker v. Selden, 101 U.S. 99, 105 (1879). See also Feist
Publ’ns Inc. v. Rural Tel. Serv. Co., 499 U.S. 340, 350 (1991)
(finding ideas alone are unprotectable but expression of
ideas is copyrightable).
19 Elements in the public domain are elements for which the
author(s) have not secured copyright protection. See, e.g.,
17 U.S.C. § 103 (1909 Act) (if work was copyrighted by
publication with notice but not promptly deposited with
U.S. Copyright Office it could fall into public domain).
20 See Osterberg & Osterberg, supra note 10, at 3-24.
21 Swirsky, 376 F.3d at 485; Rice v. Fox Broadcasting Co., 330
F.3d 1170, 1174 (9th Cir. 2003) (finding summary judgment
is necessary when extrinsic test not met because “a jury
may not find substantial similarity without evidence on
both the extrinsic and intrinsic tests”). The extrinsic test is
satisfied if the trier of fact finds a substantial similarity of
ideas. See Sid & Marty Krofft Television Prods. Inc. v. McDonald’s Corp., 562 F.2d 1157, 1164 (9th Cir. 1977).
22 Swirsky, 376 F.3d at 485 (quoting Pasillas v. McDonald’s
Corp., 927 F.2d 440, 442 (9th Cir. 1991) (internal quotations
omitted)).
23 Smith, 84 F.3d at 1220-21.
24 Shaw v. Lindheim, 919 F.2d 1353, 1357 (9th Cir. 1990).
25 Osterberg & Osterberg, supra note 10, at 3-23.
26 The jury is not supposed to use expert evidence or extrinsic
factors to decide this prong of the test. See Krofft, 562
F.2d at 1164–65 (citing Arnstein, 154 F.2d at 468-69).
The playing of music in court is especially complicated in
cases like Williams v. Bridgeport Music Inc. where there was
no copyright on the sound recording. See, infra, note 38.
Scholars have commented that juries must have very short
memories to perform this task adequately. See, e.g., Jeffrey
Cadwell, Comment, Expert Testimony, Scenes A Faire, and
Tonal Music: A (Not So) New Test for Infringement, 46 Santa
Clara L. Rev. 137, 163 (“The ideal judge or jury, then, must
have a “conveniently short” memory in order to separate the
testimony presented by the expert on copying from their
decision on improper appropriation.”)
27 See Feist, 499 U.S. at 348-51.
28 See Williams v. Bridgeport Music Inc., No. LA CV13-06004
JAK (AGRx), 2014 U.S. Dist. LEXIS 182240, at *20 (C.D. Cal.
Oct. 30, 2014).
29 Copyright Act of 1976, 17 U.S.C. § 102 (“This Act becomes
effective on Jan. 1, 1978”).
30 Williams v. Bridgeport Music Inc., 2014 Dist. LEXIS 182240,
at *3 (Order Re: Plaintiffs’ and Counter-Defendants’ Motion
for Summary Judgment, or in the Alternative, Partial
Summary Summary Judgment Order).
31 The initial registration was under Registration Number EP
366-530 in 1977 and was renewed as RE 910-939, and the
copyright ownership transferred to the Gaye family after
Marvin’s death. See Williams, 2014 Dist. LEXIS 182240 at
*3-4 (Summary Judgment Order).
32 See Debra Presti Brent, The Successful Musical Copyright
Infringement Suit: The Impossible Dream, 7 U. Miami Ent. &
Sports L. Rev. 229, 247 (“Both parties in an infringement
suit must synthesize the technical factors that constitute a
musical composition into concise, lay-person language to
avoid confusing or misguiding the factfinder.”). Additional-

ly, the Fourth Circuit found that:
		 (O)nly a reckless indifference to common sense would
lead a court to embrace a doctrine that requires a
copyright case to turn on the opinion of someone who
is ignorant of the relevant differences and similarities
between two works. Instead, the judgment should be
informed by people who are familiar with the media
at issue. Dawson v. Hinshaw Music Inc., 905 F.2d 731,
735 (4th Cir.), cert. denied, 498 U.S. 981 (1990) (citing
Suzanne R. Jones, Note, Whelan Assocs. v. Jaslow Dental
Laboratory: Copyright Protection for the Structure and
Sequence of Computer Programs, 21 Loy. L.A. L. Rev. 255,
294 (1987)).
33 See Sid & Marty Krofft Television Prods. Inc. v. McDonald’s
Corp., 562 F.2d 1157, 1165-65 (9th Cir. 1977) (citing Arnstein
v. Porter, 154 F.2d 464, 468-69 (2d Cir. 1946).
34 See Swirsky v. Carey, 376 F.3d 841, 848 (9th Cir. 2004) (“The
application of the extrinsic test, which assesses substantial
similarity of ideas and expression, to musical compositions
is a somewhat unnatural task, guided by relatively little
precedent.”).
35 See Williams v. Bridgeport Music Inc., 2014 Dist. LEXIS
182240, at *3 (Order Re: Plaintiffs’ and Counter-Defendants’
Motion for Summary Judgment, or in the Alternative,
Partial Summary Summary Judgment Order) for discussion.
36 But see Austin Padgett, The Rhetoric of Predictability:
Reclaiming the Lay Ear in Music Copyright Infringement Litigation, 7 Pierce L. Rev. 125, 137-46 (Dec. 2008) (describing
procedural and substantive proposed reforms to music
copyright).
37 Williams v. Bridgeport Music Inc., No. LA CV13-06004 JAK
(AGRx), 2014 U.S. Dist. LEXIS 182240 at *1 (C.D. Cal. Oct. 30,
2014) (Order Re: Motion to Review Magistrate’s Order on
[Thicke Parties’] Motion to Compel).
38 The district court agreed with the Thicke Parties that
elements in Marvin Gaye’s sound recordings that were not
contained in the copyright deposit sheets are not protected
under the 1909 Act, but it allowed admission of edited
sound recordings that were meant to remove any elements
not included in the lead sheets (defining the parameters of
Gaye’s copyright). See Williams v. Bridgeport Music Inc., No.
LA CV13-06004 JAK (AGRx) at 3-6 (C.D. Cal. Jan. 28, 2015)
(Sound Recording Order).
39 The district court denied the Motion for Summary Judgment on October 30, 2014, after a hearing on the Motion on
October 20, 2014. Williams, 2014 Dist. LEXIS 182240 at *3
(Summary Judgment Order).
40 Williams, 2014 Dist. LEXIS 182240 at *29 (Summary
Judgment Order).
41 Williams, No. LA CV13-06004 JAK (AGRx) at 3 (Sound
Recording Order).
42 Id. at 5.
43 Id. at 4-5.
44 Williams v. Bridgeport Music Inc., No. LA CV13-06004 JAK
(AGRx), 2015 U.S. Dist. LEXIS 97262, at *3 (C.D. Cal. July 14,
2015).
45 Williams, 2015 U.S. Dist. LEXIS 97262, at *3.
46 Williams, 2015 WL 4935288 (C.D. Cal. Mar. 10, 2015)
(Reading of the Verdict) (finding Thicke and Williams owed
Gaye estate $4 million in copyright damages, and measured
their individual profits gained from the infringement to be
approximately $1.8 million for Thicke and $1.6 million for
Williams).
47 See id. at *1-4; Jason Palmer, Note: “Blurred Lines” Means
Changing Focus: Juries Composed of Musical Artists Should
Decide Music Copyright Infringement Cases, Not Lay Juries,
18 Vand. J. Ent. & Tech. L. 907 (2016) (highlighting two
problems with Williams’ verdict: (1) jury finding Harris and
Interscope were not liable for infringement but on another
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Id. at 15. Nonetheless, the amici argue that for purposes of
this litigation, even if Marvin Gaye had deposited a sound
part of form indicated they both committed ‘innocent
recording at the Copyright Office for the sound recording
infringement’; and (2) finding Harris not liable for infringecopyright, a court would not have been allowed to use that
ment even though Harris, Williams, and Thicke each owned
recording for an analysis of possible infringement of the
percentage share in song). The district court found that
written score. Id. at 27-37. They find this is discriminatory
because the jury found “Blurred” to be an infringing work,
in light of the aural tradition of Rhythm and Blues and
as a matter of law, Harris was thus liable for infringement.
similar genres where artists could not write complete scores
See Williams, 2015 U.S. Dist. LEXIS 97262, at *121.
in European staff notation. Id. at 37-42. They also note
48 The Thicke parties filed a Motion for judgment as a Matter
that other similarly situated cases (“where the composer
of Law, Declaratory Relief, a New Trial, or Remittitur. The
composed in the studio to a phonorecording”) used the
Gaye Estate filed motions for: 1) Declaratory Relief, asking
entire phonorecording as evidence at trial. Id. at 30. See
the court to declare that Harris and Interscope were equally
Three Boys, 212 F.3d at 477; Bridgeport Music Inc. v. UMG
liable for copyright infringement; 2) Injunctive Relief
Recordings Inc., 585 F.3d 267, 276 (6th Cir. 2009). However,
or Ongoing Royalties; and 3) Prejudgment Interest. The
this author notes that in Three Boys, the trial court made
Defendants’ Motion for Declaratory Relief was granted, their
a ruling that the deposit copy was a “complete copy” and
Motion for Injunctive Relief or Ongoing Royalty was granted
encompassed all of the essential elements in the recorded
in part (denied as to injunctive relief and granted as to
version of the song, unlike in Williams. Three Boys, 212 F.3d
ongoing royalty), and their Motion for Prejudgment Interest
at 486-87. Moreover, Bridgeport is entirely distinguishable
was granted in part. Id. at *4 -6.
from this action because the infringement was based
49 Id. at *71, 92-93; D.I. 423 (Order dated July 14, 2015) (July
on musical compositions and sound recordings, and the
14 Order). The district court remitted the award of actual
court held that the “composition of [the plaintiff’s song] is
damages and the award of profits from Williams. The court
embedded in the sound recording.” Bridgeport, 585 F.3d at
explained that counsel for both parties had answered the
273.
jury’s question about damages stating that “approximately
55 Thicke said in an interview that he was discussing how
$8 million was received by the writers of Blurred Lines
“Give” was one of his favorite songs before feeling inspired
in publishing revenue” so that figure was to be used to
to write “Blurred Lines” to emulate Gaye’s ‘groove.’ See Stecalculate actual damages but not profits. After the trial
lios Phili, Robin Thicke on That Banned Video, Collaborating
ended, the defendants stated this number was “grossly
with 2 Chainz and Kendrick Lamar, and His New Film, GQ
inaccurate” and they should have double checked the
(May 6, 2013), http://www.gq.com/story/robin-thickestipulation because “the [ ] amount of publishing revenue
interview-blurred-lines-music-video-collaborating-withwas [approximately $6 million] for all three writers.” July 14
2-chainz-and-kendrick-lamar-mercy. However, there is a
Order at 29. Thus, the court found the $4 million in actual
difference between “lawful inspiration,” that is in line with
damages exceeded the amount supported by evidence (it
the Constitutional purpose of copyright law (“[t]o promote
was not actually 50% of the writers’ earnings) and actual
the Progress of Science and useful Arts”) and unlawful
damages was reduced to approximately $3 million (half
infringement, based on findings of access (likely aided by
of the actual earnings). July 14 Order at 30-31. The award
evidence of inspiration) and substantial similarity. See Hajir
for profits against Williams was remitted to $357,630.96,
Ardebili, Paying Homage or Literary Larceny: Sharpening the
making the award $5.3 million in total damages. July 14
Blurred Lines Between Inspiration and Infringement, 31-SUM
Order at 34.
Comm. Law. 10 (2015) (quoting U.S. Const., art. I, § 8).
50 The court found that the error was in Jury Instructions 24
56 Pls.’ Br., No. 15-56880 at 30, 38, 40 (stating that court did
and 35 and in not “instruct[ing] the jury that the distribunot limit the jury’s decision-making to protected elements
tion of infringing works constitutes copyright infringement,”
of “Give” and asserted that based on protected elements,
although that justification for the inconsistent verdicts does
there is no reasonable juror who could find substantial
not explain the discrepancy with Harris. Williams, 2015 U.S.
similarity between “Blurred” and “Give”).
Dist. LEXIS 97262, at *117-19. The court concluded that
57 Br. of Amicus Curiae Musicologists in Support of Plain“the jury would have reached a contrary result had it been
tiffs-Appellants-Cross-Appellees, No. 15-56880, at 2 (9th
correctly instructed.” Id. at *121 n.36.
Cir. 2016) (hereinafter Appellants’ Musicologists’ Br.) (“there
51 Williams, No. 15-56880 (9th Cir. 2016) (Opening Br. of
can be no genuine disagreement among experts as to the
Pls.-Appellants-Cross-Appellees) (hereinafter “Pls.’ Br.”).
fact that there is no harmonic similarity between “Blurred”
52 Id. at 8-13; but see Williams, 2015 WL 4742406 (Feb. 25,
and “Give” because the chord progressions in both works
2015) (Expert Trial Transcript, Testimony of the Gaye Estate’s
were entirely different”).
Expert Witness, Judith Finell) (describing her methodology
58 Id. at 4; c.f. Appellee’s Amicus Br. at 25-26.
of analyzing the similarities by listening to the songs but
59 Appellee’s Amicus Br. at 24-25.
stating she reviewed the “Give” lead sheet and contends
60 Id. at 25-26 (finding the Thicke parties’ expert “seemed to
that all the elements she identified as similar to “Blurred”
interpret the lead sheet through the lens of the Western
are contained therein).
classical or formal music tradition . . . [that] works more as
53 Id. at 15-16. The Thicke Parties asserted that the Gaye
blinders that obscure than as glasses that sharpen analysis”
Estate’s experts improperly based their testimony at trial
for the modern genre of music in the instant matter).
on the “Give” sound recording, and the district court denied
61 See, e.g., Emily Miao & Nicole E. Grimm, The Blurred Lines of
a Daubert hearing on Finell’s opinion, to which the Thicke
Copyright Infringement of Music Become Even Blurrier as the
Parties objected because it covered musical elements not
Robin Thicke v. Marvin Gaye’s Estate Lawsuit Continues, 26
present in the deposit copy. Id.
No. 4 Westlaw J. Ent. Indus. 1 (May 7, 2014) (describing Ninth
54 Br. of Amicus Curiae of the Inst. for Intell. Prop. & Soc. Just.
Circuit’s music copyright precedent and debating whether
Musician and Composers & Law, Music, & Bus. Professors
“inspiration” played too large a role in jury’s decision); Mark
in Support of Appellees, No. 13-cv-060005 JAK (AGRx),
Kuivila, Note and Comment, Exclusive Groove: How Modern
at 5, (9th Cir. 2016) (hereinafter Appellee’s Amicus Br.).
Substantial Similarity Law Invites Attenuated Infringement
However, they admit that “[p]honorecordings of course
Claims at the Expense of Innovation and Sustainability in
were deposited for sound recording copyrights starting in
the Music Industry, 71 U. Miami L. Rev. 238 (2016) (arguing
1973 when federal protection for them was first adopted.”
for total restructuring of U.S. copyright system); Vance

Woodward, Reflections and a Lesson from the “Blurred Lines”
Trial, 38-SEP L.A. Law. 44 (Sept. 2015) (asserting that district
court erred in limiting copyright protection to deposit copy
because of Three Boys precedent and advising all musicians
to get permission to borrow themes if inspired by others).
62 See, e.g., Kal Raustiala & Christopher Jon Sprigman,
Squelching Creativity, Slate (Mar. 12, 2015 12:27 PM),
http://www.slate.com/articles/news_and_politics/
jurisprudence/2015/03/_blurred_lines_verdict_is_
wrong_williams_and_thicke_did_not_infringe_on.html
(finding ‘Blurred Lines’ opinion suppresses creativity
rather than motivating it as author asserts that copyright law intended); Chris Richards, It’s okay if you hate
Robin Thicke. but the ‘Blurred Lines’ verdict is bad for pop
music., The Washington Post (Mar. 11, 2015), https://www.
washingtonpost.com/news/arts-and-entertainment/
wp/2015/03/11/the-blurred-lines-of-the-blurred-linesverdict/?utm_term=.4b536fe473d7 (asserting ‘vibes’
should not be considered intellectual property). Compare
Sandra Rubinchik, “Blurred Lines” Jury Ruling Unlikely to Set
Legal Precedent in Music Industry, Geo. Wash. Intell. Prop. &
Ent. L. Br. (Mar. 30, 2015), http://gwipbrief.org/blurredlines-jury-ruling-unlikely-to-set-legal-precedent-in-musicindustry/ (“Copyright conflicts in the music industry will
likely continue to settle out of court rather than risk trial by
laymen unfamiliar with industry practices and the nuances
of copyright law.”).
63 Skidmore v. Led Zeppelin, No. CV 15-3462 RGK (AGRx), 2016
WL 1442461, at *1 (C.D. Cal. Apr. 8, 2016).
64 But in Skidmore, this was because the original recording of
“Taurus” was made prior to the effective date of the Sound
Recording Act of 1971 and was unprotected by copyright.
Unlike in “Blurred Lines,” the experts for both Plaintiff and
Defendant played the sheet music for “Taurus” in court for
the intrinsic test. The plaintiff’s expert played it on guitar
(the instrument used in the actual sound recording) while
the defendants’ expert played it on piano. See Lamis G. Eli,
Led Zeppelin Prevails in Copyright Infringement Case: Now
on Appeal in Ninth Circuit, Lexology (Sept. 7, 2016), http://
www.lexology.com/library/detail.aspx?g=596f001f-e1154631-8559-0de2af069605. This option was suggested to
the Williams court but was then replaced by the “mash-up”
sound recordings after the district court’s decision on the
Motion in Limine. See Williams v. Bridgeport Music Inc., No.
LA CV13-06004 JAK (AGRx) at 3-6 (C.D. Cal. Jan. 28, 2015)
(Sound Recording Motion).
65 See Skidmore v. Led Zeppelin, No. 16-56057 (9th Cir. July 25,
2016).
66 See Eli, supra note 64. See also Ken Clark & Dillon Collett,
How the (Copyright Test) Was Won: Led Zeppelin Victorious
in “Stairway to Heaven” Suit, Lexology (July 27, 2016),
http://www.lexology.com/library/detail.aspx?g=ed8bceda-070f-4007-b472-7d7ac25bea11 (““Blurred Lines” was
considered an homage to Gaye, not a direct rip-off. While
some worried that the decision in favour of Gaye’s estate
would have a chilling effect on artists looking to reference
other musicians or eras, the ruling in favor of Led Zeppelin
may allay some of those fears.”).
67 See, e.g., Beth Hutchens, How Sweet it is to be Sued by You
(for copyright infringement), IPWatchdog (Feb. 19, 2015),
http://www.ipwatchdog.com/2015/02/19/how-sweetit-is-to-be-sued-by-you-for-copyright-infringement/
id=54955/ (discussing surprising outcome in “Blurred
Lines”); Wendy Gordon, How the jury in the “Blurred
Lines” case was misled, Newsweek (March 18, 2015), http://
www.newsweek.com/jury-blurred-lines-case-was-misled-314856; Joanna Demers, Sound-Alikes, Law, and Style,
83 UMKC L. Rev. 303, 309-11 (2014) (examining “Blurred
Lines” and copyright for music cases); Mark A. Lemley, Our
Bizarre System for Proving Copyright Infringement, 57 J.
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Copyright Soc’y U.S.A. 719, 740-42 (proffering solutions to
replace Arnstein-Krofft test).
68 See generally Palmer, supra note 47.
69 See Michelle V. Francis, Musical Copyright Infringement: The
Replacement of Arnstein v. Porter – A More Comprehensive
Use of Expert Testimony and the Implementation of an “Actual
Audience” Test, 17 Pepperdine L. Rev. 493, 516-18 (Jan. 1990).
70 See, e.g., Eric M. Leventhal, Note, Would You Want William
Hung As Your Trier of Fact? The Case for a Specialized Musicology Tribunal, 90 Tex. L. Rev. 1557 (May 2012).
71 See Michael Landau & Donald E. Biederman, The Case for
a Specialized Copyright Court: Eliminating the Jurisdictional
Advantage, 21 Hastings Comm/Ent. L.J. 717, 774 (1999) (suggesting that Federal Circuit should be model for specialized
intellectual property appellate court); Rochelle Cooper
Dreyfus, The Federal Circuit: A Case Study in Specialized
Coruts, 64 N.Y.U. L. Rev. 1, 21 (1989). The Federal Courts

Endnotes: Amateurism and the right of publicity
6
7
8

9

of student-athletes’ NILs are not protected under the First
Amendment.82- and accompanying text.
For further discussion about the First Amendment and the
right of publicity, see infra notes 10-48 and accompanying
text.
For further discussion about the O’Bannon decision, see
infra notes 49-73 and accompanying text.
For further discussion about how O’Bannon caused an
imbalance between amateurism and student-athletes’
right of publicity, see infra notes O’Bannon and Keller
consolidated their cases during the pretrial proceedings.74
The defendants moved to dismiss Keller’s right-of-publicity claims under California’s right of publicity statutes
on First Amendment grounds.75 Video games have First
Amendment protections because they are considered
expressive speech.76 However, the protections the First
Amendment provides are not “ ... absolute, and states
may recognize the right of publicity to a degree consistent
with the First Amendment.”77 The Ninth Circuit held that
“Under California’s transformative use defense, EA’s use of
the likenesses of college athletes, like Samuel Keller in its
video games, is not, as a matter of law, protected by the
First Amendment.”78 The court provided five factors to use
when determining whether work is transformative.79 It
concluded that EA’s video games did not contain a sufficient
number of transformative elements to be permitted to
use it as a First Amendment defense.80 EA’s game used
Keller’s physical characteristics and used him in the same
context his performance would be seen in in reality.81 In
sum, the Ninth Circuit concluded that under California’s
transformative use test, EA’s use of student-athletes’ NILs
are not protected under the First Amendment.82-92 and
accompanying text.
For further discussion about how the O’Bannon decision
is currently impacting student-athletes, see infra notes
O’Bannon established that student-athletes relinquish
their right of publicity protections when they agree to play
a collegiate sport for a university.93 If the NCAA did not
have regulations and bylaws prohibiting student-athletes
from being compensated for their images or likenesses,
video game developers, such as EA, would have to pay
them to use their NILs.94 As of today, the NCAA is permitted
to exploit student-athletes’ NILs and, in exchange,
student-athletes have the opportunity to compete for their
university or college.95 In O’Bannon, amateurism prevailed

Improvement Act of 1982 created the Federal Circuit by
combining the Court of Customs and Patent Appeals and
the Courts of Claims. 96 Stat. 25 (Apr. 2, 1982). But see Paul
R. Gugliuzza, The Federal Circuit as a Federal Court, 54 Wm.
& Mary L. Rev. 1791, 1850 (discussing power expansion in
Federal Circuit as unlimited by competing appellate courts);
Timothy B. Lee, Specialist Patent Courts Are Part of the Problem, Forbes (Aug. 19, 2011), http://www.forbes.com/sites/
timothylee/2011/08/19/specialist-patent-courts-are-partof-the-problem/#2404a5241f62 (finding circuit splits help
bring most important issues to Supreme Court’s attention).
72 See Lisa Field, Note, Copyright Infringement and Musical
Expression: Creating Specific Jury Instructions for Comparing
Music, 38 T. Jefferson L. Rev. 152 (2016).
73 See Kevin J. Hickey, Reframing Similarity Analysis in Copyright, 93 Wash. U. L. Rev. 681 (2016) (suggesting courts take
more flexible approach to framing similarity depending on
subject matter of case).
74 See Krofft, 562 F.2d at 1164 (quoting Twentieth Century-Fox

Film Corp. v. Stonesifer, 140 F.2d 579, 582 (9th Cir. 1944)
(finding works in question should be tested by “the observations and impressions of the average reasonable reader
and spectator”). Jaime Walsh, No Justice for Johnson? A Proposal for Determining Substantial Similarity in Pop Music, 16
DePaul-LCA J. Art & Ent. L. 261, 298 (Spring 2006) (“One can
assume if that if the works don’t sound substantially similar
to the ordinary listener, then one would not supplant the
other in the market.”).
75 Justin Davis, Marvin Gaye’s Sales Are Up After “Blurred Lines”
Trial, Complex (Mar. 20, 2015), http://www.complex.com/
music/2015/03/marvin-gaye-sales-are-up-after-blurredlines-trial.
76 See Katherine Lippman, Comment, The Beginning of the
End: Preliminary Results of an Empirical Study of Copyright
Substantial Similarity Opinions in the U.S. Circuit Courts, 2013
Mich. St. L. Rev. 513, 541 (2013) (finding 30.8% of opinions
studied came from Second Circuit, 24.8% from Ninth Circuit
and 7.3% from Sixth Circuit).

over the right of publicity. Now the NCAA is permitted to
engage in the acts they desire to prevent: the exploitation
of amateurism.96- and accompanying text.
10 For further discussion about the First Amendment and protected speech see infra notes The First Amendment states
that “Congress shall make no law . . . abridging the freedom
of speech or press.”14 It immunizes specific forms of speech
from legal liability.15 There are three forms of speech that
are protected under the First Amendment: political news,
expressive speech and advertising.16 Each category receives
a certain level of immunity from legal liability.17-21 and
accompanying text.
11 For further discussion about the Transformative Use Test
and when it is applied to expressive speech, see infra notes
Works categorized as expressive speech receive a higher
form of protection compared to works deemed commercial
speech.22 Video games are expressive works and receive
the same degree of protection provided to elite literary
works.23 The transformative use test was created by the
California Supreme Court to address the ongoing battle
between right to publicity claims and First Amendment
defenses.24 The transformative use test is comprised of
five factors, and courts examine these factors to determine
whether a defendant’s use of an individual’s likeness meet
the threshold to be considered transformative to receive
First Amendment protections.25-31 and accompanying
text.
12 For further discussion about the right of publicity, see infra
notes In 1953, in Haelan Laboratories v. Topps Chewing
Gum Inc., Judge Frank coined the phrase “the right to
publicity.”32 In Haelan Laboratories, a company that
distributed gum had the exclusive right to use a prominent
baseball player’s picture for its product.33 Another company
induced the baseball player to allow it to use his picture for
its chewing gum too.34 In his analysis, Judge Frank stated
that public figures havw the right to privacy and what is
included in their right to privacy is the right in the publicity
value of their image.35-43 and accompanying text.
13 For further discussion about nexus between the First
Amendment and right of publicity, see infra notes The First
Amendment’s purpose is to “secure the common good
through the ‘free exchange of ideas.’”44 Topics such as
politics and various matters of opinion are categorized as
noncommercial speech and are given greater constitutional
protection than commercial speech.45 If a person’s likeness
is used for political topics or matter of opinion, the First
Amendment would exclude that individual’s rights. How-

ever, courts have a difficult time when a persona is used for
trade purposes.46-48 and accompanying text.
14 U.S. Const. amend. I.
15 See Kelly Miller, By Any Other Name: Image Advertising and
the Commercial Speech Doctrine in Jordan v. Jewel, 36 Loy.
L.A. Ent. L.Rev. 1, 5 (2015) (describing three categories of
speech protected under the First Amendment).
16 See Id. (outlining political news, expressive speech, and
commercial speech).
17 See Martin H. Redish & Kelsey B. Shust, The Right of
Publicity and the First Amendment in the Modern Age of
Commercial Speech, 56 Wm. & Mary L. Rev. 1443, 1467 (2015)
(“Speech deemed ‘newsworthy,’ or in some cases ‘expressive,’
is generally afforded broad constitutional protection in
the face of right of publicity claims, whereas expressions
characterized as ‘commercial speech’ receive much shorter
shrift.”); see also Josh Waller, The Right of Publicity: Preventing the Exploitation of a Celebrity’s Identity or Promoting the
Exploitation of the First Amendment?, 9 UCLA Ent. L. Rev.
59, 63 (2001)(outlining three goals of First Amendment
and how those goals set the framework for the amount of
protection afforded to each category of speech).
18 See Kelly Miller, By Any Other Name: Image Advertising
and the Commercial Speech Doctrine in Jordan v. Jewel, 36
Loy. L.A. Ent. L.Rev. 1, 5 (2015) (noting that political news
receives the highest protection because it is “fundamental
principle of the American government”); see also Josh
Waller, The Right of Publicity: Preventing the Exploitation
of a Celebrity’s Identity or Promoting the Exploitation of the
First Amendment?, 9 UCLA Ent. L. Rev. 59, 64 (2001)(“Speech
involving ‘news; typically receives the fullest constitutional
protection because information about the world is needed
for clear thought and public debate.”).
19 See Kelly Miller, By Any Other Name: Image Advertising and
the Commercial Speech Doctrine in Jordan v. Jewel, 36 Loy.
L.A. Ent. L.Rev. 1, 5 (2015)(stating that expressive speech is
“‘primarily designed to entertain’” and receives protection
because it helps society “‘understand and cope with reality’”); see also Josh Waller, The Right of Publicity: Preventing
the Exploitation of a Celebrity’s Identity or Promoting the
Exploitation of the First Amendment?, 9 UCLA Ent. L. Rev. 59,
64 (2001)(“Speech involving ‘entertainment’ is primarily
designed to entertain and is helpful in understanding and
dealing with the world. However, it does not always inform
us, so it receives less protection”).
20 See Kelly Miller, By Any Other Name: Image Advertising
and the Commercial Speech Doctrine in Jordan v. Jewel, 36
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Loy. L.A. Ent. L.Rev. 1, 6 (2015) (providing background
information on commercial speech and how it originally did
not receive any constitutional protection).
21 See Zauderer v. Office of Disciplinary Counsel of Supreme
Court of Ohio, 471 U.S. 626, 637 (1985) (stating dominant
view, based on recent court decisions is that commercial
speech should receive constitutional protection).
22 For further discussion about the level of protection expressive speech receives under the First Amendment, see supra
note 19 and accompanying text.
23 See Michael Feinberg, A Collision Course Between the
Right of Publicity and the First Amendment: The Third and
Ninth Circuit Find EA Sports’s NCAA Football Video Games
Infringe Former Student Athletes Right of Publicity, 11
Seton Hall Circuit Rev. 175, 203 (2014)(stating video games
are expressive works and are provided First Amendment
protections).
24 See Id. at 198 (2014)(“The California Supreme Court
constructed the Transformative Use Test after finding that
elements of the copyright ‘fair use’ doctrine most appropriately balance the competing interest underlying the right of
publicity and the First Amendment.”).
25 For further discussion about how courts apply the
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sum, the Ninth Circuit concluded that under California’s
transformative use test, EA’s use of student-athletes’ NILs
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game. and accompanying text.
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context his performance would be seen in in reality.81 In
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In Haelan Laboratories, a company that distributed gum
had the exclusive right to use a prominent baseball player’s
picture for its product.33 Another company induced the
baseball player to allow it to use his picture for its chewing
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their image.35 and accompanying text.
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of protection from the use of their likeness without their
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protect their likeness or image.40 and accompanying text.
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of protection from the use of their likeness without their
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protect their likeness or image.40 and accompanying text.
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Inc. 54 O’Bannon sued the National Collegiate Athletic
Association (NCAA) and Collegiate Licensing Company
(CLC) in federal court.55 O’Bannon alleged that the NCCA’s
amateurism rules violated the antitrust laws because they
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